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The Current Law of Trade-Marks and Unfair 
Competition in the United States 


This publication, issued monthly, contains all current decision, 
of the law of trade-marks, trade-names and unfair competition in 
the courts of the United States, and of the several States and in 
the United States Patent Office. The text of opinions, other than 
Patent Office decisions, is given in full so far as they relate to 
trade-marks, or allied subjects, with references to the official or 
other reports, if any, in which the cases are to be found, and with 
annotations and cross references, designed to illustrate the develop- 
ment and assist in the study of this branch of the law. 

It likewise contains the text of all legislative enactments of the 
several state legislatures, and of the federal congress, relating to 
the subject. 

Thus the publication embraces the entire body of current law 
in this important field within the United States, as announced by 
courts and legislative bodies from year to year. It includes also 
all treaties and conventions relating to trade-marks to which the 
United States is a party. Each annual volume is completed with 
an index, digest and table of cases, that makes its contents readily 
accessible for reference. ‘To these has been added a cumulative 
table of citations covering all the cases reported in the publication 
from the beginning. This feature adds immeasurably to the useful- 
ness of the publication and to the availability of the material con- 
tained in it. 

It is intended primarily for the use of laywers and is edited 
with a view to their needs and requirements. The subscription 
price is SIX DOLLARS per year in the United States, Canada 
and Mexico; elsewhere THIRTY SHILLINGS. 

A limited number of volumes for previous years can be fur- 
nished at the following prices: 

Brown Cloth 

Brown Buckram 

Digest, vols. 1-14, inc. (either binding) 

Add to the above prices five per cent for each year elapsed 
since the year of publication, except in the case of the Digest. 

Transportation extra. 
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Mutuens & Kroprr, Inc. v. Ferp. MuELHENs, INc. 
United States Circuit Court of Appeals, Second Circuit 
August 5, 1930 


Trave-Marks—“4711” on Torrer Preparations—ConveYANCE BY 

Property CusTopian. 

The firm of Mulhens & Kropff, predecessors of plaintiff corpo- 
ration, had, since 1878, been manufacturing and selling toilet prepara- 
tions bearing the trade-mark “4711,” as sole American agents of the 
German house of Miilhens, established in Cologne in 1792, said prod- 
ucts being prepared under a secret formula known only to the parent 
house. When, under the Trading with the Enemy Act, the business 
and good-will of the partner Muehlens was seized by the Alien Prop- 
erty Custodian and conveyed to Kropff, held that the Custodian could 
not seize the secret recipe, but only the potential good-will of any 


business in “4711” products that might thereafter be established in 
the United States. 


ALIEN 


Trapve-Marxks—“*4711”—Seconpary MErEANtING—MANUFACTURE UNDER SECRET 


ForMULA. 


In the case at issue, the mark “4711,” as applied to eau de cologne, 
held to have acquired a “secondary meaning” exclusively identifying 
the product made in Cologne under a secret formula. Therefore, 
defendant, organized by the German house later than plaintiff, as 
United States selling agents of the former, could not be restrained 
from using the mark on eau de cologne imported from Germany; but 
as to products not manufactured under the secret formula the use of 
the “4711” trade-mark by defendant was enjoined. 


In equity. Action for trade-mark infringement and unfair 
competition. From a decision of the United States District Court, 
Southern District of New York conditionally enjoining defendant, 
both parties appeal. Modified. 


Manvel Whittemore and Lucius E. Varney (Emory R. Buck- 
ner, of counsel), all of New York City, for plaintiff. 

Katz & Sommerich (Marwell C. Katz, Milton Handler, Ray- 
mond T’.. Heilpern and Edwin M. Borchard, of counsel), 
all of New York City, for defendant. 


Before Manton, L. Hanp and Swan, Circuit Judges; L. Hann 
dissenting with opinion. 


Swan, C. J.: The very thorough and able opinions of the 
district court sets forth the facts in great detail. We shall repeat 
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them only so far as seems necessary to outline the controversy and 
to present the questions which we deem decisive of this appeal. 

The litigation is between two New York corporations, each 
using, and claiming the right to use, the trade-mark “4711” upon 
eau de cologne and other toilet preparations. For almost 140 years 
the Muelhens family of Cologne, Germany, has been engaged in 
manufacturing eau de cologne under a secret recipe handed down 
from father to son. Its business began at 4711 Glockengasse in 
that city in 1792, and its cologne and some other toilet preparations 
have been advertised and marketed throughout the world under 
the trade-mark “4711.” 

The defendant corporation, Ferd. Muelhens, Inc., was recently 
established by the German house as its selling agent in the United 
States. It has sold toilet preparations under the aforesaid trade- 
mark and has advertised that the cologne which plaintiff sells 
under the same mark is not the genuine “4711” eau de cologne 
and is not made under the original secret formula. 

The plaintiff claims the exclusive right to use this trade-mark 
in the United States by virtue of a seizure by the Alien Property 
Custodian, a sale by the Custodian to Kropff and Kropff’s assign- 
ment to the plaintiff corporation, which he caused to be organized 
in 1920. It appears that Kropff came to New York in 1878 to 
establish, in partnership with Julius Muelhens, a brother of 
Ferdinand who was then proprietor of the German house, an agency 
for the sale of its products in the United States. In 1881 the 
said arrangement was evidenced by a partnership agreement be- 
tween Kropff and Ferdinand Muelhens. This gave the firm of 
Mulhens & Kropff a revocable license to use the trade-marks 
and labels of the German house and “to have them registered, with- 
out prejudice, however, to the continued sole proprietorship of 
Ferdinand Muelhens” therein. 


Under this agreement the trade-mark “4711” was registered 
in 1882 by the firm of Mulhens & Kropff. In 1889 a new part- 
nership agreement was formed between Kropff and Ferdinand 
Muelhens which recited that the purpose of the business was “the 
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importation of products manufactured by Ferdinand Muelhens in 
Cologne, and the manufacture of eau de cologne, glycerine soaps 
and other perfumeries under the trade-marks of the said Ferdinand 
Muelhens, of Cologne, as well as under trade-marks which the 
new firm of Mulhens & Kropff may possibly accept.” Muelhens 
was obligated to supply at cost the raw products and compounded 
essences required for the business and the firm was obligated to 
buy the raw products from him. In the event of dissolution of 
the firm, Muelhens reserved the right to take over the business and 
to have all recipes forthwith returned to him. 

The partnership was to continue for ten years and to be 
renewed thereafter for successive five-year periods unless notice 
of termination was previously given. This agreement continued 
unrevoked up to the entry of the United States into the European 
War. In 1905 the trade-mark “4711” was registered by the part- 
nership; and it was renewed by the plaintiff corporation in 1925. 
On May 6, 1918, the Alien Property Custodian demanded of Kropff 
the entire interest of Ferdinand Muelhens in the firm of Mulhens 
& Kropff, and a supplementary demand specifically enumerated 
the “4711” trade-mark. In 1920 Kropff, who in the meantime 
had continued the business on his own account and under a license 
to liquidate the Muelhens interest, purchased from the Custodian 
all the seized rights of Muelhens, and forthwith Kropff assigned 
to the plaintiff the business, good-will and trade-marks formerly 
belonging to the firm of Mulhens & Kropff. 

Thereafter the plaintiff sold its products under the “4711” 
label and advertised that they were prepared in accordance with 
the original recipe; but after denial of its application for a prelimi- 
nary injunction on the ground that its assertion of manufacture 
under the secret formula was false, it abandoned this form of 
advertising. 

The decree, from which both parties have appealed, finds that 
the plaintiff has the exclusive right to use the trade-mark “4711” 
in the United States, and that the defendant has infringed. It 
finds also that prior to April, 1917, the firm of Mulhens & Kropff 
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had applied this trade-mark, in connection with the sale of eau 
de cologne, eau de cologne face powder, and eau de cologne smelling 
salts, only to such cologne, face powder and smelling salts as were 
manufactured in accordance with secret recipes owned solely by 
the German house of Muelhens; that neither plaintiff nor its 
immediate predecessor, Kropff, knew the secret recipes; but never- 
theless, for ten years they had applied said trade-mark to eau de 
cologne, face powder and smelling salts manufactured under dif- 
ferent formulas and had falsely made public statements that their 
products were made under the original secret recipes. 

Accordingly, infringement by defendant was enjoined only 
upon condition that plaintiff would purge its fault until Decem- 
ber 81, 1987, by applying to each bottle or package of eau de 
cologne, eau de cologne face powder, and eau de cologne smelling 
salts sold under its trade-mark “4711” a label stating “Not manu- 
factured in accordance with the original secret recipe in use since 
1792 and before 1917.” The decree also denied an accounting and 
left each party to bear its own costs. 

The opinion below first discusses the chief dispute of fact, 
namely, whether or not Kropff had knowledge of the secret recipe 
for 4711 eau de cologne. This was decided adversely to the plain- 
tiff, and it will suffice to say that we consider the correctness of 
the finding fully demonstrated. Indeed, upon the argument on 
appeal this fact was conceded. 

The legal rights of the parties prior to the declaration of war 
were then considered, the court concluding that Muelhens individ- 
ually was the owner of the secret recipe and of the trade-mark, 
the registration of which inured to the benefit of the firm as licensee 
for the duration of the partnership. Attention was then directed 
to the effect of the declaration of war and the Alien Property 
Custodian’s seizure and assignment. 

It was held that the war terminated the partnership, and that 
the Custodian could not seize, and did not purport to seize, the 


secret recipe; but that he did seize from Muelhens and convey to 
Kropff “the potential good-will of any business in ‘4711’ products 





ele at = 


9h RIO. aE tre Ao 2 


RA Lo ae 


ate 


bE ehethiher nig 


2 aba ta eh OE 




























MULHENS & KROPFF, INC. V. FERD, MUELHENS, INC. 427 


which might thereafter be established in the United States,” and 
that the plaintiff as successor to Muelhens’ American business may 
apply the trade-mark to articles which approximate those made 
under the secret recipe, although the recipe itself was not trans- 
ferred nor known to the plaintiff or to Kropff, its predecessor in 
title. 

We are in entire accord with the opinion below except upon 
the one point last stated. As applied to eau de cologne, the mark 
“4711” meant two things: (1) Origin in the house of Muelhens, 
and (2) manufacture under a secret recipe. The secondary mean- 
ing is now disputed, but on the record it is clear, and indeed plain- 
tiff’s attorney conceded in his brief filed on the motion for a pre- 


liminary injunction that 


; . the long-continued representations, in the present case, with 
respect to the formula of 4711 cologne made and sold in this country . . . . 
impressed upon the mark a substantial guarantee that any cologne bearing 
said mark was made according to said original recipe; so that, in 1917, 
neither the partnership nor Kropff could have properly sold any other 
cologne as 4711 than that of the original recipe, without expressly stating 
or in some way bringing to the attention of the public that said cologne 
was not according to the original recipe although bearing the trade-mark. 

Plaintiff has succeeded to Muelhens’ business in this coun- 
try, which would entitle plaintiff to use the mark in its first mean- 
ing. It has not succeeded to Muelhens’ ownership of the recipe 
and therefore may not truthfully use the second meaning. The 
defendant, on the other hand, if allowed to use the mark, will 
truthfully represent the quality of its article, but will misrepresent 
that it is continuing Muelhens’ former American business. Under 
such circumstances which user of the mark has the superior right? 

Logic will hardly solve the problem. On the one hand, it 
is said that to allow one who does not know the recipe to seize 
the good-will dependent on marketing the product of the secret 
formula, runs counter to the admitted principle that good-will 
cannot be assigned in gross; on the other, that since Muelhens 
would have had the privilege of somewhat changing the formula 
and still applying to the modified product the old mark, his suc- 
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cessor in business should have the same privilege, and the right 
to prevent Muelhens’ user. 

While the question is very doubtful, a majority of the court 
believe that assignment of the recipe is essential to give the assignee 
the exclusive right to a mark which denotes a product manufactured 
thereunder. Otherwise the public will be unable to procure the 
genuine product under the name by which it has always been 
known. The law affords trade-mark protection to a merchant in 
order that prospective customers may not be lured away by one 
who counterfeits his goods. Those who insist upon the genuine 
4711 eau de cologne are not prospective customers of the plaintiff 
for he cannot supply it. 

On the whole, we think the plaintiff should not be protected 
in the use of a mark which he can himself use only deceptively. See 
Cotton v. Gillard, 44 L. J. Ch. 90; Lecouturier v. Rey, 1910 A. C. 
262; Ingenohl v. Wing On & Co., 44 Rep. Pat. Cas. 343, 352; 
G. H. Munn § Co., 89 Rep. Pat. Cas. 879, 389; Baglin v. Cusenier, 
221 U. S. 580, 595 (81 S. Ct. R. 669 [1 T.-M. Rep. 147]); Bald- 
win v. Von Micherouz, 5 N. Y. Misc. 886, 389. 

With respect to articles as to which the “4711” mark has 
not a secondary meaning, but connotes only origin in the German 
house of Muelhens, the injunction was properly issued and an 
accounting should be granted. As to the few articles as to which 
the mark connotes preparation under a secret formula, the injunc- 
tion should be denied. 

The decree is reversed for further proceedings in conformity 
herewith. 


L. Hann, C. J., (dissenting): The transfer of a trade-mark 
along with a business is lawful, though it is somewhat doubtful 
whether customers who have come to rely upon the mark as the 
warrant for a certain standard of excellence, or commercial in- 
tegrity, or the like, are in such cases really getting what they 
suppose. Under modern conditions, however, where the personnel 
of a business is so shifting, this consideration has not been con- 
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trolling; it is assumed that the successor will maintain those 
qualities which the mark has come to identify. 

At any rate the practice has been long recognized and the 
public probably reckons with it. Mulhens, after the dissolution 
of the firm by the breaking out of war, was the sole owner of the 
American business; Kropff had no rights but to his share of the 
past profits, and the Custodian by seizing Muhlens’ rights became 
vested with the business, which included his chattels, choses in 
action and his good-will, that is, the likelihood that customers would 
continue to trade with him and that he might gain others. 

My brothers believe, as I do, that this authorized the plain- 
tiff to use the marks in selling any goods on which it had come to 
mean no more than the accustomed source, Mulhens or Mulhens’ 
successor; when applied to cologne, though made under the secret 
recipe, it meant the same. If the case had contained nothing else, 
the plaintiff must win. 

However, so far as applied to cologne, made under the recipe, 
the mark meant more. It had for so long been associated with 
declarations that the cologne was made under the recipe, that 
two meanings had coalesced; these were: (1) “Emanating from 
the old source,” (2) “made under the old recipe.” The plaintiff 
could truthfully say the first; it could not say the second; in fact, 
it said both. But when the defendant came into the market and 
sold cologne made under the recipe but by Mulhens, it made the 
same representations, and the first was untrue, while the second 
was true. 

I say that the first was untrue, because the cologne did not 
come from the old source, which was the American branch. Our 
decision in Koppel v. Orenstein, 289 Fed. Rep. 446, 12 Fed. (2d) 
1009 [18 T.-M. Rep. 164], went so far, even after we had modi- 
fied it. I agree that the right here becomes very thin, since in 
fact Mulhens was always the real source; and the essences were 
made by him in Germany and sent over to be made up here. Cus- 
tomers presumably cared nothing about the place where the cologne 
was made up, and much about the essence. 
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Still, it was Mulhens’ rights that were sold, including all but 
the recipe. It can make no difference where he made the essences. 
We must hold the marks to have been transferred unless we are 
to say that no separate branch can be sold without the whole busi- 
ness. The case stands otherwise as to the use of proper names. 

Therefore, the plaintiff’s path still seems to me clear except for 
the fact that it has been deceiving its customers; it has led them to 
suppose they were getting cologne made under the recipe when 
they were not. This would, of course, be fatal to any bill in 
equity while it continued, but it is possible to purge the user of 
the deceit, certainly if that be done long enough before bill filed 
to make certain that its effect has passed (Mozie Nerve Food Co. 
v. Modox Co., 158 Fed. Rep. 487, affirmed 162 Fed. Rep. 649 (C. C. 
A. 1); Diamond Crystal Salt Co. v. Worcester Salt Co., 221 Fed. 
Rep. 66 (C. C. A. 2) [5 T.-M. Rep. 214]; Gaines v. Turner Lock- 
ing Co., 204 Fed. Rep. 558 (C. C. A. 6) [8 T.-M. Rep. 811]; George 
Fox Co. v. Best Baking Co., 209 Mass. 251 [1 T.-M. Rep. 245]). 

The argument of the district court seems to me unanswerable, 
that as Mulhens could have changed his recipe, his successor may, 
if he declares so plainly enough to avoid deception. The first 
of the two meanings would then alone survive; the plaintiff having 
made it clear that the cologne was not of the old kind, the mark 
would stand merely for its origin, just as in the case of any of its 
other products. 

However, the plaintiff did not do this; it had a change of 
heart only when the suit was brought, and that was too late 
(Alaska Packers Association v. Alaska Importing Co., 60 Fed. 
Rep. 103; Diamond Crystal Salt Co. v. Worcester Salt Co., supra; 
Vick Chemical Co. v. Vick Medicine Co., 11 Fed. (2d) 88 (C. C. 
A. 5). I think that it ought to be too late, unless by the time the 
suit gets to final decree the probationary period has passed. 

The district court thought that only ten years would be enough 
under the circumstances, and I see no reason to think that less 
will do; in any case as my views are not to prevail, that is a detail 
which I need not consider. But until the mark has been so purged, 
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the plaintiff ought not to be able to protect it; and for this reason 
the decree should be modified. I do not see that we need dismiss 
the bill, certainly not so as to make it res judicata, as we are 
doing. The parties are before us now and it is not necessary, I 
believe, to put them to another equally burdensome litigation. 

What seems right to me is to give a decree in the terms of 
the court below, but to stay the issue of any writ until the proba- 
tionary period has ended. Till then I do not believe that the 
plaintiff should be able to enjoin the defendant’s use of the mark; 
thereafter it may. It may be argued that this is in effect a declara- 
tory decree, but this is not true. The bill was filed for relief 
and relief is decreed, though it is suspended until the plaintiff 
performs the prescribed condition. The suit still remains a con- 
tentious proceeding; equity may always delay its final action (Maas 
v. Lonstorf, 166 Fed. Rep. 41, C. C. A. 6). 

Nor can I see, if that were done, that those who wish to buy 
the old cologne could not get it under its old name. The name 
is nothing as name; by hypothesis before they become unable to 
get it under that name, its descriptive significance will have gone, 
except in so far as the defendants’ own continued user may destroy 
the effect of the plaintiff's efforts. This can hardly be charged 
against the plaintiff. 

I think the decree should be modified as I have said, but 
except for that, it should be affirmed. 


Mvutuens & Kroprr, Inc. v. Ferp. MvenHtens, Inc. 
United States Circuit Court of Appeals, Second Circuit 


June, 1931 


Trape-M arKs—INFRINGEMENT—“4711” For CotoGNeE—MEANING or Decree. 
Where there was a misunderstanding on the part of the defendant 
as to the precise meaning of a decree restraining it in the use of the 
trade-mark “4711” on certain products, it was proper for defendant 

to move to recall mandate to make it more specific. 


In equity. On motion to recall mandate to make it more 
specific. Motion denied. For original opinion, see p. 428 ante. 
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Katz §& Sommerich, of New York City, for plaintiff. 
Manvel Whittemore, Lucius F. Varney and Harold Harper, 
all of New York City, for defendant. 


Swan, C. J.: The mandate of this court issued during the 
present term. No action has yet been taken under it because a 
dispute has arisen between the parties concerning the decree to be 
entered and the district court is in doubt as to what the mandate, 
in the light of our opinion, directs. Under these circumstances 
the present motion is an appropriate procedure. We may either 
recall and amend the mandate as was done in Sutherland v. Norris, 
83 F. (2d) 899 (C. C. A. 3), or we may deny the motion with an 
expression of our views for the guidance of the district court, as 
we did in Claude Neon Lights v. E. Machlett §& Son, 31 F. (2d) 
991. In the present case we adopt the latter course, as we think 
the mandate is adequate without amendment. 

The dispute is whether an injunction shall be denied only 
as to eau de cologne, the one article advertised as made under a 
secret recipe, or whether denial of the injunction shall extend to 
all articles in fact made under secret recipes even though no express 
representations to that effect had been made to the public. The 
latter is the view we intended to express in our opinion. 

Ambiguity has arisen because our opinion stressed the plain- 
tiff’s concession that long-continued representations with respect 
to the formula of “4711” cologne had impressed upon the mark 
the secondary meaning of manufacture under a secret recipe. But 
the basis of our decision was intended to be expressed in the sub- 
sequent statement that assignment of the recipe is essential to 
give the assignee the exclusive right to a mark which denotes a 
product manufactured thereunder. 

Where a business has been built up on the sale of a product 
made according to a secret formula, the trade-mark denotes a 


product so made. None of the cases upon which we relied as 
showing that an assignee could not be protected in such a mark 
unless he had the secret formula, indicates that the rule is applicable 
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only when express representations had been made with respect to 
the use of the formula. 

The decree appealed from found that plaintiff’s predecessor, 
the firm of Mulhens & Kropff, had applied the trade-mark to three 
articles “manufactured according to recipes owned solely by the 
House of Muelhens.”” There was no finding whether other articles 
involved in the litigation were made under secret recipes or not. 
In proceeding under the mandate the court should determine which 
of the articles in litigation were so manufactured, irrespective of 
whether they were advertised as containing secret essences, and 
the injunction should be denied as to such articles as contain 
essences manufactured in accordance with secret recipes owned 
solely by the House of Muelhens, and should be granted as to the 
others. Apparently there may arise a controversy whether the 
skillful selection of known ingredients will constitute manufacture 
of an essence under a secret recipe. That question, should it arise, 
will be for the district court to determine and is not now before us. 

Motion denied. 





CertTaiN-Teep Propucts Corporation v. PHitapeLpHia & 


SvuspurBAN MortrGaGe GUARANTEE Co. 
(49 F. [2d] 114) 


United States Circuit Court of Appeals, Third Circuit 
April 6, 1931 


Unrarr Competition—Use or Trape StocaN—Assence or CompetiT1on— 

Lack or Deception. 

The use by plaintiff on mortgages of the slogan “A guaranteed 
mortgage is a certainteed income,” held not to be unfair competition as 
against the plaintiff, Certain-Teed Products Corporation, engaged in 
selling roofing and other building material, inasmuch as no deception 
or confusion of the public was shown. 

Unrair Competirion—“Certain-Teep”—Score or Prorecrion to Cornep 

Worn. 

Although a coined word gives the adopter more extensive rights 
than a word of general usage, even though a part of the corporate 
name, plaintiff's rights to the word “Certain-Teed” held not to be as 
broad as they would be if the word had no meaning at all. 
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In equity. Action for unfair competition. From a decision of 
the United States District Court, Eastern District of Pennsylvania, 
plaintiff appeals. Affirmed. 


Emerson R. Newell, of New York City, for appellant. 
A. B. Stoughton, of Philadelphia, Pa., for appellee. 


Before Burrincron and Woo.tey, Circuit Judges, and 
Tuompson, District Judge. 

Burrineton, C. J.: In this case the court below dismissed a 
bill filed by the Certain-Teed Products Corporation, whose prod- 
ucts are roofing and other building materials, against the Phila- 
delphia & Suburban Mortgage Guarantee Company, whose business 
is buying mortgages and reselling them with the added security 
of its guaranty of their principal and interest. The bill prayed 
the defendants be enjoined from its use of a slogan, “A guaranteed 
mortgage is a certainteed income.” No similarity or simulation 
of product is involved. No fraud, deception, or confusion in the 
minds of the public is shown or threatened. After a study of the 
case, we are satisfied the bill was rightly dismissed. The proofs, 
the pertinent decisions, and indeed the entire case is so fully and 
satisfactorily discussed in the comprehensive opinion of Judge 
Kirkpatrick, that a further one by this court could be but a labored 
effort to clothe in other words what he has said. Accordingly 
we limit ourselves to adopting his opinion, which is hereinafter 
printed as our own, and so affirm the decree below. 

Kirkpatrick, D. J.: The corporate name of the plaintiff in 
this case is “Certain-Teed Products Corporation.” In 1912 the 
plaintiff's predecessor, General Roofing Manufacturing Company, 
began to use the word “‘Certain-Teed” as a trade-mark, and had it 
registered. At that time the business of the company was the 
manufacture and sale of roofing materials. Since then the business 
has been gradually expanded in volume, in territorial extent, and 
in variety of products, until at the present time the plaintiff manu- 
factures and sells, in addition to roofing materials, linoleum and 
oilcloth, paints, varnishes, polish, beaverboard, plaster, including 
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dental plaster and plaster of paris, and various other products 
more or less closely related to those named. From time to time, as 
new products were added, the word “Certain-Teed” was used and 
registered as a trade-mark in connection with them. In 1917 the 
business of General Roofing Manufacturing Company was reorgan- 
ized and the present corporate name, taken from the trade-mark, 
was adopted. The plaintiff sells its product in every state in the 
country, and its annual business amounted in 1929 to $30,000,000. 
Since 1917 it has averaged an annual expenditure of $500,000 for 
advertising, in all of which it stresses its corporate name and trade- 
mark. 

The defendant deals in guaranteed mortgage certificates, pur- 
chasing mortgages with its own funds and then selling fractional 
interests therein, evidenced by certificates and guaranteed as to 
principal and interest. Its business is limited to the city of Phila- 
delphia and nearby territory. For about five years the defendant 
has been using, in connection with its advertising matter, the slogan, 
“A guaranteed mortgage is a certainteed income.” The slogan 
appears on its letterheads, on circulars, on calendars, and in street 
car advertising. A seal or device bearing the slogan is also printed 
upon the actual certificates of mortgages which the defendant sells, 
and the same device appears upon some of its letterheads and 
advertising matter. The defendant never uses the slogan except 
in connection with its own corporate name, and, in the advertising 
in which the slogan appears, the corporate name is featured much 
more prominently than the slogan. The defendant nowhere refers 
to its securities as “certainteed mortgages,’ or “certainteed cer- 
tificates,” or the like. 

The defendant is not, and up to the present time has not been 
in competition with the plaintiff in any sense of the word. It 
appears that the plaintiff has under consideration a plan for the 
financing of certain related businesses and also the financing of 
prospective purchasers of its products who wish to build or improve 
houses. This plan might involve the sale of securities to the public, 
in which case such securities might or might not be sold under the 
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In equity. Action for unfair competition. From a decision of 
the United States District Court, Eastern District of Pennsylvania, 
plaintiff appeals. Affirmed. 


Emerson R. Newell, of New York City, for appellant. 
A. B. Stoughton, of Philadelphia, Pa., for appellee. 


Before Burrincron and Woo.tey, Circuit Judges, and 
Tuompson, District Judge. 

Burrineton, C. J.: In this case the court below dismissed a 
bill filed by the Certain-Teed Products Corporation, whose prod- 
ucts are roofing and other building materials, against the Phila- 
delphia & Suburban Mortgage Guarantee Company, whose business 
is buying mortgages and reselling them with the added security 
of its guaranty of their principal and interest. The bill prayed 
the defendants be enjoined from its use of a slogan, “A guaranteed 
mortgage is a certainteed income.” No similarity or simulation 
of product is involved. No fraud, deception, or confusion in the 
minds of the public is shown or threatened. After a study of the 
case, we are satisfied the bill was rightly dismissed. The proofs, 
the pertinent decisions, and indeed the entire case is so fully and 
satisfactorily discussed in the comprehensive opinion of Judge 
Kirkpatrick, that a further one by this court could be but a labored 
effort to clothe in other words what he has said. Accordingly 
we limit ourselves to adopting his opinion, which is hereinafter 
printed as our own, and so affirm the decree below. 

Kirkpatrick, D. J.: The corporate name of the plaintiff in 
this case is “Certain-Teed Products Corporation.” In 1912 the 
plaintiff's predecessor, General Roofing Manufacturing Company, 
began to use the word “Certain-Teed” as a trade-mark, and had it 
registered. At that time the business of the company was the 
manufacture and sale of roofing materials. Since then the business 
has been gradually expanded in volume, in territorial extent, and 
in variety of products, until at the present time the plaintiff manu- 


factures and sells, in addition to roofing materials, linoleum and 
oilcloth, paints, varnishes, polish, beaverboard, plaster, including 
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dental plaster and plaster of paris, and various other products 
more or less closely related to those named. From time to time, as 
new products were added, the word “Certain-Teed” was used and 
registered as a trade-mark in connection with them. In 1917 the 
business of General Roofing Manufacturing Company was reorgan- 
ized and the present corporate name, taken from the trade-mark, 
was adopted. The plaintiff sells its product in every state in the 
country, and its annual business amounted in 1929 to $30,000,000. 
Since 1917 it has averaged an annual expenditure of $500,000 for 
advertising, in all of which it stresses its corporate name and trade- 
mark. 

The defendant deals in guaranteed mortgage certificates, pur- 
chasing mortgages with its own funds and then selling fractional 
interests therein, evidenced by certificates and guaranteed as to 
principal and interest. Its business is limited to the city of Phila- 
delphia and nearby territory. For about five years the defendant 
has been using, in connection with its advertising matter, the slogan, 
“A guaranteed mortgage is a certainteed income.” The slogan 
appears on its letterheads, on circulars, on calendars, and in street 
car advertising. A seal or device bearing the slogan is also printed 
upon the actual certificates of mortgages which the defendant sells, 
and the same device appears upon some of its letterheads and 
advertising matter. The defendant never uses the slogan except 
in connection with its own corporate name, and, in the advertising 
in which the slogan appears, the corporate name is featured much 
more prominently than the slogan. The defendant nowhere refers 
to its securities as “certainteed mortgages,” or “certainteed cer- 
tificates,” or the like. 

The defendant is not, and up to the present time has not been 
in competition with the plaintiff in any sense of the word. It 
appears that the plaintiff has under consideration a plan for the 
financing of certain related businesses and also the financing of 
prospective purchasers of its products who wish to build or improve 
houses. This plan might involve the sale of securities to the public, 
in which case such securities might or might not be sold under the 
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plaintiff's name. That I think is about as far as the testimony on 
this point goes. The defendant, of course, has never had any inten- 
tion of ever dealing in any of the manufactured products now sold 
by the plaintiff. 

The plaintiff does not contend that section 16 of the Trade- 
Mark Statute of 1905 (15 U. S. C. A. § 96) applies to this case, 
and in substance concedes that in this action he must stand upon 
his common-law rights. 

The issue here is the right to restrain the use of a coined 
word which is part of a corporate name, where the use complained 
of is a non-competing and totally unrelated business, and is merely 
part of an advertising slogan. If the plaintiff’s position is sus- 
tained, rights in words would be carried further than in any 
reported case that has been brought to my attention. I do not 
suppose that this slogan is a particularly valuable asset to the 
defendant, or that it would suffer very much harm if it were 
restrained from using it, but care must be taken not to allow 
that consideration to control the decision. The important question 
is the extent of the plaintiff's right. Upon that question certain 
general principles are well settled. 

First. The plaintiff has certain rights in the word “Certain- 
Teed” as a trade-mark merely, but these rights give him no stand- 
ing in this case to restrain the defendant’s use of it. “The mere 
fact that one person has adopted and used a trade-mark on his 
goods does not prevent the adoption and use of the same trade- 
mark by others on articles of a different description.” American 
Steel Foundries v. Robertson, 269 U. S. 872, 46 S. Ct. 160, 162, 
70 L. Ed. 317 [18 T.-M. Rep. 289]: 

There is no such thing as property in a trade-mark except as a right 
appurtenant to an established business or trade in connection with which 
the mark is employed . . . . its (the trade-mark’s) function is simply to 
designate the goods as the product of a particular trader and to protect 
his good-will against the sale of another’s product as his. . . . In truth, 
a trade-mark confers no monopoly whatever in a proper sense, but is 
merely a convenient means for facilitating the protection of one’s good-will 
in trade by placing a distinguishing mark or symbol—a commercial signa- 
ture—upon the merchandise or the package in which it is sold. United 


Drug Co. v. Rectanus Co., 248 U. S. 90, 97, 39 S. Ct. 48, 63 L. Ed. 141 
[9 T.-M. Rep. 1]. 
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It follows that a plaintiff cannot restrain the use of a word 
or symbol as a trade-mark merely, if the use is in connection with 
non-competing and unrelated goods. 


. Since its sole office is to indicate that the goods of the same 
gene ral class to which it is attached emanate from a single source or 
reach the consumer through the same channels of trade . .. . the pro- 
prietor of a trade-mark is without right to forbid or exclude the use of 
the same mark, words, or symbol by another upon goods of a class and 
quality so different from those of the original user as to preclude the 
probability that purchasers wil! be misled into believing that the different 
articles spring from a common source. Standard Oil Co. v. California 
Peach & Fig Growers, Inc., (D. C.) 28 F. (2d) 283, 284, 285 [19 T.-M. 
Rep. 1] (The Nujol Case). See also Hanover Star Milling Co. v. Metcalf, 
240 U. S. 408, 413, 36 S. Ct. 357, 60 L. Ed. 713 [6 T.-M. Rep. 149]; Ains- 
worth v. Walmsley, L. R., 1 Eq. C. A. S. 518, 524. 


Second. The law of trade-marks, however, is but part of the 
law of unfair competition, and under that law, when a unique, 
coined, or fanciful word has been adopted as part of the corporate 
name, all authorities agree that the owner has rights which are 
considerably broader than his right in it as a mere trade-mark, 


A corporate name seems to fall more appropriately into the latter 
class. (That is, trade-names as distinguished from trade-marks.) But 
the precise difference is not often material, since the law affords protection 
against its appropriation in either view, upon the same fundamental prin- 
ciples. (That is, the general law of unfair competition, the general pur- 
pose of which is to prevent one person from passing off his goods or 
business as the goods or business of another.) The effect of assuming a 
corporate name by a corporation under the law of its creation is to 
exclusively appropriate that name. American Steel Foundries v. Robert- 
son, supra. 


Third. While the adoption of a coined word as part of a 
corporate name is an exclusive appropriation of that name, it does 
not follow that he who has adopted it can restrain its use by all 
persons under all circumstances. The adopter’s rights against 
a subsequent user depend upon a further element—the likelihood 
of the use producing confusion or uncertainty in the mind of the 
public. 


The general doctrine is that equity not only will enjoin the appro- 
priation and use of a trade-mark or trade-name, where it is completely 
identical with the name of the corporation, but will enjoin such appro- 
priation and use where the resemblance is so close as to be likely to pro- 
duce confusion as to such identity, to the injury of the corporation to 
which the name belongs. . . . Judicial interference will depend upon the 
facts proved and found in each case. . . . But where less than the whole 
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name has been appropriated, the right of registration will turn upon 
whether it appears that such partial appropriation is of such character 
and extent that, under the facts of the particular case, it is calculated to 
deceive or confuse the public to the injury of the corporation to which the 
name belongs. American Steel Foundries v. Robertson, supra. 


In the foregoing the court was referring to the right of regis- 
tration, but that depends upon the same principles as the right to 
restrain the use of the word by another. In every case brought 
to my attention in which the use of a word in a non-competing 
business has been restrained, the plaintiff’s right has turned upon 
the presence of possible or likely confusion. Whether a remote 
possibility of such confusion is sufficient or whether there must 
be some reasonable probability is a question which will be discussed 
later. The point here is that the plaintiff’s right depends upon 
the element of confusion being present. Thus in Aunt Jemima 
Mills v. Rigney § Co., (C. C. A.) 247 F. 407, 409, L. R. A. 1918C, 
1089 [8 T.-M. Rep. 163], the court said: 


It is said that even a technical trade-mark may be appropriated by 
any one in any market for goods not in competition with those of the 
prior user. . . . But we think that goods, though different, may be so 
related as to fall within the mischief which equity should prevent. Syrup 
and flour are both food products, and food products commonly used 
together. Obviously the public, or a large part of it, seeing this trade- 
mark on a syrup, would conclude that it was made by the complainant. 
Perhaps they might not do so, if it were used for flatirons. 


Again in Wall v. Rolls-Royce of America, Inc., 4 F. (2d) 333, 
334, the Circuit Court of Appeals for the Third Circuit said: 


. . . « What would more naturally come to the mind of a man with 
a radio tube in his receiving set, on which was the name “Rolls-Royce,” 
with nothing else to indicate its origin, than for him to suppose that the 
Rolls-Royce Company had extended its high grade of electric product 
to the new, electric-using radio art as well. 


In an earlier case in the same circuit (Akron-Overland Tire 
Co. v. Willys-Overland Co., 273 F. 674, 676 [11 T.-M. Rep. 281]}), 
the plaintiff made automobiles and the defendant made tires, neither 
competing directly with the other. The court said: 


. .. . Yet the fact remains that the business of both is so connected 
with automobiles that the public, in buying the stocks, securities, and 
retread tires of the defendant company, by the use of the word “Overland” 
in connection therewith, will, by such descriptive word, be led to believe 
it is buying property or articles owned or dealt in by the plaintiff or one 
of its subsidiary companies. 
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The British Kodak Case (Eastman Co. v. Kodak Cycle Co., 
15 R. P. C. 105) was based upon the linelihood of confusion in 
the manufacturing of kodaks and bicycles. 

We may take it as settled, therefore, that the plaintiff's rights, 
even where the word used by the defendant is part of the plain- 
tiff's corporate name, depend in some degree at least upon the 
likelihood of the public confusing either the goods of the plaintiff 
with the business of the defendant or the business of the plaintiff 
with the business of the defendant. As to the degree in which 
this element must be present I do not think the cases go as far 
as the plaintiff contends, namely, a possibility of confusion of 
identity. If they did, it seems to me that it would be tantamount 
to giving the plaintiff the absolute right to restrain the use of the 
word under all circumstances and in connection with any business 
or any kind of goods. It is obvious that this is not the rule, or 
it would have been so stated long ago. I suppose there is always 
a remote possibility of some confusion arising from the use of the 
same word in connection with different businesses. But, in cases 
of this kind, the courts do not deal with possibilities, and in every 
case in which the defendant has been restrained there has been a 
reasonable likelihood of confusion existing, and I take this to be 
the real question. 

At this point the case calls for a fact finding, and from the 
record I am convinced that there is no reasonable likelihood of the 
defendant’s use of this word creating any confusion in the mind 
of the public or leading the public to believe that either his business 
or his securities are the business or securities of the plaintiff, and 
I so find. If it were necessary I would go further and say that 
there was no possibility of such confusion, taking that word as it 
is used in ordinary affairs of life and excluding contingencies which 
though remote and speculative may still be imagined as possible. 
My reasons for so holding are as follows: 

In the first place the character of the word itself must be 
considered. While I agree with the plaintiff that the word is 
coined, fanciful, and unique, not found in the dictionary, I em- 
phatically disagree with his contention that it is meaningless. 
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Undoubtedly the fact that it is a coined word gives the plaintiff 
more extensive rights than if it were a word of general usage even 
though part of its corporate name. The principle of the “Blue 
Ribbon” Case (Pabst v. Decatur, [C. C. A.] 284 F. 110 [18 T.-M. 
Rep. 1]) does not apply; but even under this phase of the rule, 
the plaintiff’s rights are not as broad as they would be if the word 
had no meaning at all, as in the Aunt Jemima and Nujol Cases. 
The word is clearly a contraction for the expression “made cer- 
tain.” It could be used in ordinary conversation without the 
slightest doubt or confusion as to what was meant. A training 
school might offer its prospective student a “certainteed future,” 
or a sermon might be preached upon the subject of “certainteed 
salvation” without creating any great impression of incongruity. 
Note particularly that the defendant uses it in a sentence as a 
word with a meaning more readily understood than the plaintiff's 
use. In fact it may be that the plaintiff's use of it in connection 
with its products is what gives rise to the impression in his mind 
that it is meaningless. It is true that this contention might have 
been made in the Rolls-Royce Case, but there the defendant was 
selling his goods as “Rolls-Royce radio tubes.” He added that 
the tubes were “like their name, significant of quality.” There 
was thus a deliberate intent to trade upon the plaintiff's name in 
connection with his goods themselves. Suppose in this case the 
defendant’s slogan had been “Our securities will give you a Rolls- 
Royce income.” Even so, there would have been more ground for 
the plaintiff's position because the secondary meaning, if any, of 
the word “Rolls-Royce” is decidedly more remote and not as gen- 
erally understood as the word “certainteed.” 

In the second place, I can see no evidence whatever of any 
fraudulent intent on the part of the defendant to appropriate 
something that does not belong to him. His explanation of the 
manner in which he hit upon the word is entirely reasonable. In 
fact, it seems to me it is one of those words which might easily 
have come to the minds of thousands of persons and have grown 
into ordinary English usage. The defendant did not sell his 
mortgages as “certainteed” mortgages. He did not use the word 








| 
. 


a pnceaes mai MMINR ps Ee Anon a etcs 


MEAD LIS Ca 


ee 





nS tol aE LE rs. 


es ee 


ap R= 































AMERICAN CRAYON CO. V. THE PRANG CO. 441 


in its hyphenated form “Certain-Teed” in imitation of the plain- 
tiff. His use of the slogan is comparatively unobtrusive, and is 
always coupled with a prominent display of his own corporate 
name. While it is true that this is not necessarily a defense, it 
bears upon the question of intent and also upon the likelihood of 
confusion. He simply used the word in a slogan as though it were 
an ordinary English word. 
The bill may be dismissed with costs. 


AMERICAN Crayon Company v. THe Prana Company 
United States Circuit Court of Appeals, Third Circuit 
February 11, 1930 


Unrar Competition—“Pranc”—PartiAL AssIGN MENT. 

Where, after appellee had by contract granted appellant the 
right to use the name “Prang” and the monogram “P. Co.” on certain 
specified goods, the use by appellee of said symbols on similar goods, 
sold to it by other manufacturers held unfair competition. 

Unram Competirion—“Prano’s Prismex”—IpentTiFyinG Trape-Mark BY 

SLoGaNn. 

The use by appellee of the trade-name “Prang’s Prismex,” and 
the slogan “When you see Prismex, think of the Prang Company,” 
after it had by contract granted appellant the exclusive right to use 
the name “Prang” on such goods, held to be in violation of contract. 

Unram Competition—“Pranc” on Art anv Scoot Supprres—CounrTer- 

CLAIM 

The use by appellant of the name “Prang” on paste and other 
articles specified in the contract conveying the right to such use to 
appellee was enjoined. 


In equity. Action for trade-mark infringement and unfair 
competition. From a decision of the United States District Court, 
District of Delaware, dismissing complaint and cross bill, both 


parties appeal. Reversed and remanded. For decision below, see 
18 T.-M. Rep. 524. 


W. G. Mahaffy, of Wilmington, Del., C. P. Goepel, of New 
York City, and Charles E. Frohman, of Sandusky, Ohio, 
for appellant. 

Duell, Dunn § Anderson, of New York City, and C. F. Curley, 

of Wilmington, Del., for appellee. 
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Before Burrincton, Woo.ey and Davis, Circuit Judges. 


Burrineton, C. J.: In the court below, The American Crayon 
Company, a corporation of Ohio, hereafter called American, filed 
a bill against The Prang Company, a corporation of Delaware, 
hereafter called Prang-Delaware, charging trade-mark infringe- 
ment and unfair competition. Thereupon the latter filed a counter- 
claim charging the former with like offenses. On final hearing, 
the court dismissed both complaints, whereupon each party took 
an appeal. 

The proofs tended to show that from 1856 on The Prang 
Company, a corporation of Maine, hereafter called Prang-Maine, 
had built up an extensive business in school and art supplies. It 
had some seventy or eighty articles which were sold under the name 
of “Prang.” So valuable had the trade-name “‘Prang”’ become that 
on March 1, 1918, by written contract, Prang-Maine, in considera- 
tion of $60,000, sold and assigned certain rights thereto to Ameri- 
can. This contract is all important, as it determines the several 
rights and obligations of the parties here litigant. In its recitals 
it stated that for forty years Prang-Maine “had been engaged 
in the business of dealing in artists’ and school supplies of vari- 
ous kinds and in pursuance of said business have manufactured 
and have employed factories to manufacture for them the various 
commodities dealt in by them.” 

It further recited “that said commodities included the dealing 
in, manufacture, and sale of all kinds of crayons, pastels, oil and 
water color paints, pencils, pens and erasers.” And also that dur- 
ing said period of time they have adopted and used certain trade- 
names to designate their goods to the public and have also adopted 
and used a monogram design of the initials “P. Co.” The contract 
further recited that “the several trade-names and especially the 
name ‘Prang,’ as well as the monogram design ‘P. Co.’ as applied 
to the various commodities dealt in by the Prang Company have 
become well and favorably known throughout the country and 


abroad” and “by reason thereof have become of great value.”’ 
It further stated The Prang Company desired: 
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To discontinue manufacturing or dealing in . . . . crayons, pastels, oil 
and water color paints, pencils, pens and erasers, to which commodities the 
trade-names and monogram design have been applied. 

It further recited that the American Company proposed dealing 
in said articles and 


desires to acquire from The Prang Company the exclusive right, title and 
interest of The Prang Company to the trade-names adopted and used by 
it, including the use of the name “Prang Co.” and the monogram design 
“P. Co.,” designating the said commodities and as applied to them. 

The contract “in consideration of the premises” further recites 
The Prang Company sells to The American: 

All its exclusive right, title and interest in and to the said trade-names 
and monogram design, hereinafter enumerated, as the said trade-names 
and designs have been heretofore applied to crayons, pastels, oil and 
water color paints, pencils, erasers and pens, whether such application 
be to the articles themselves or to the packages or cartons in which the 
same are contained and sold... . 

(a) The name “Prang” as applied to all of said commodities, with or 
without numbers or in combination with any other word or design. 

(b) The monogram design “P. Co.” as applied to said commodities. 

Such being the contract rights of the American Company, the 
Maine Company, on February 2, 1925, assigned its remaining 
rights to The Prang Company, a corporation of Delaware, there- 
after called Prang-Delaware. The latter really stands in the place 
of Prang-Maine and we dispose of the case as though it were one 
between Prang-Maine and American under the contract. 

Turning first to the contract rights of the plaintiff which have 
been violated by the defendant, we are of opinion that so far as 
the specified articles, viz., “all kinds of crayons, pastels, oil and 
water color paints, pencils, pens and erasers” are concerned, the 
Prang-Maine gave up everything of a Prang name character or 
mark to the American. This they have not done. While Prang- 
Maine and therefore Prang-Delaware, were allowed, under certain 
circumstances mentioned in the contract, to sell such articles when 
made by other makers, they could only do so when such goods were 
disassociated in the minds of the public from the name Prang. 
This it has not done. 

Instead of taking the goods of other makers and selling them 
in cartons and containers bearing the names of such other makers 
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and otherwise identifying the goods as non-Prang in origin, they 
have used cartons which resembled those of the original Prang- 
Maine ones. They have not placed the name of the real makers 
on them. As their own corporate name included the word “Prang”’ 
and they did business under a Prang corporate name, confusion 
and misleading in the minds of buyers inevitably followed. Prang- 
Delaware has used the words “Prang monogram.” 

The Prang-Maine Company had, prior to its sale to American, 
used on its containers of colored paper the trade-name “Prismex’”’ 
and had advertised such paper as “Prang’s Prismex Papers.’’ This 
trade-name the Delaware Prang Company wrongfully appropriated, 
using the slogan “When you see Prismex think of the Prang Com- 
pany” and “Prismex is the new name for the old Prang quality.” 
We agree with the court below that Prang-Delaware “so adver- 
tised that slogan and definition as to make Prismex a synonym 
for Prang,” and that “the use under these circumstances of the 
word Prismex on defendant’s paint and crayon boxes was the 
equivalent of the use thereon of the forbidden word Prang.” More- 
over, they have used a carton of the same size, color and indenta- 
tion as the original Prang boxes. They have omitted to place 
thereon the name of the company whose product it and its con- 
tents are and on such box they have placed the Prang monogram. 
All these acts were in violation of the contract and continuance 
thereof should be enjoined. 

On the counterclaim we think the defendant is also entitled 
to injunctive relief. The contract, as we have noted, was not all- 
inclusive as regards Prang products, but only included “crayons, 
pastels, oil and water color paints, pencils, pens and erasers.” But 
instead of confining its Prang rights to such specified articles, the 
plaintiff has claimed a virtually exclusive right to all articles of 
school and artist use. For example, Prang-Maine had, prior to 
the contract, made and sold a paste labelled and known as “Stixit” 
or “Prang Stixit.” Such paste, or indeed any paste, was not 
included in the sale, yet the plaintiff, before the bill was filed, 
changed the name of its paste “Kroma” to “Stixmore” obviously 
for the purpose of appropriating the “Stixit” or “Prang Stixit” 
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paste and good-will which the Maine-Prang did not assign by the 
contract and therefore retained. 

So also modelling clay was not covered by the contract and 
Maine-Prang was entitled to market its clay by the name “Per- 
modello” or “Prang Permodello,” and defendant’s right to make 
and market such clay as a Prang product the plaintiff wrongfully 
sought to take away by dropping the first syllable of defendant’s 
name, “Perm,” and retaining the second “Dello.” In these regards, 
an injunction should issue against the plaintiff. 

Without referring in detail to the several other questions raised, 
all of which have been duly considered, we confine ourselves to 
one other point, namely, the dismissal of both bills on the ground 
that both parties have been guilty of improper conduct. While 
we agree with the court that both parties are at fault, in that 
each has violated the provisions of the contract, we regard such 
conduct as the almost inevitable sequence of an attempt by contract 
to separate and divide the use of a single name in trade. The 
unwisdom, indeed the almost impossibility of such a splitting up 
of an earmark of trade is apparent, but all the same both parties 
agreed to do it initially. Both helped to create the confusion 
and the consequent violation of rights may possibly be attributed 
more to business zeal and insistence on supposed rights than to rank 
dishonesty. 

The order dismissing both complaints will be vacated and 
the cause remanded for the issue of injunctions in accordance here- 
with. Under the circumstances, the costs in this and the court 
below will be equally divided and no accounting made by either 
party. 
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Tue Coiturs Company v. CoNsoLipateD Macuine Toot Corpora- 
TION OF AMERICA 


United States Circuit Court of Appeals, Eighth Circuit 
July 18, 1930 


Trape-Marks—INFrRinGeEMENT—‘“Macic” ror Cuucks—NameE or PatenTep 

ARTICLE—ABSENCE OF SECONDARY MEANING. 

Plaintiff and its predecessors had since the year 1901 used the 
name “Magic” on drill chucks manufactured by them under a patent 
which expired in 1920. Inasmuch as pay name had not appeared 
in connection with the trade-mark and as the name itself was somewhat 
descriptive of the goods and had not acquired a secondary meaning 
as indicating exclusively plaintiff's chucks, plaintiff could not prevent 
defendant from using the words “Magic Type” on similar chucks 
manufactured by it. 

Trape-Marxs—Ricut, How Acaurrep—IpDENTIFICATION WITH Maker's 

Name EssenTiAL To SeconpaRy MEANING. 

In the case at issue, if plaintiff manufactured only chucks and 
they all bore the name “Magic,” such name could easily have acquired 
a secondary meaning as identifying their manufacture. Where, how- 
ever, plaintiff manufactured a great variety of tools, none of which 
except said chuck bore the “Magic” trade-mark, such word held to 
designate the kind of tool rather than its manufacturer. 

Trape-MarKxs—I NFrainceEMENT—LACHES— DEFENSE. 

Where plaintiff, for some time after the expiration of the patent, 
continued to mark the article as being patented, it could not be heard 
to say that defendant should earlier have discovered its deception. 


In equity. Action for trade-mark infringement and unfair 
competition. From a decision of the United States District Court, 


Southern District of Iowa, in favor of plaintiff, defendant appeals. 
Reversed. 


Ephraim Banning, of Chicago, Ill. (John D. Rippey and 
Lawrence C. Kingsland, both of St. Louis, Mo., on the 
brief), for appellant. 

Harold F. Stonebraker, of Rochester, N. Y., for appellee. 


Before Kenyon and Garpner, Circuit Judges. 


Garpner, C. J.: In this case the Consolidated Machine Tool 
Corporation, appellee, brought suit in equity against the Collis 
Company, appellant, to restrain that company from making use 
of the word “Magic” on or in connection with a tool known as 
a chuck. The parties will be referred to as they appeared in 
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the lower court. The plaintiff alleged in its bill of complaint 
that its predecessor, Modern Tool Company, in 1901 adopted and 
applied the trade-name “Magic” to drill chucks which it was then 
manufacturing and selling throughout the United States, and that 
it continued the manufacture and sale of these chucks with the 
trade-mark “Magic” applied theteto until about July 14, 1922, 
and that during said period the said trade-mark came to mean and 
signify to the purchasing public a drill chuck manufactured by 
Modern Tool Company of Erie, Pa. That on or about July 14, 1922, 
the plaintiff, by purchase, ‘acquired from the Modern Tool Com- 
pany its entire business, including the equipment, good-will and 
trade-marks, and that since said date the plaintiff continuously 
manufactured and sold drill chucks throughout the United States 
with the trade-mark “Magic” applied thereto, so that at the time 
of the commencement of the action, this trade-mark had come to 
mean to the purchasing public a drill chuck manufactured by the 
plaintiff and its predecessor, Modern Tool Company. That the 
plaintiff and its predecessor had expended large sums of money 
advertising this drill chuck under the trade-mark of “Magic” and 
had always built drill chucks of the highest grade, best design and 
greatest efficiency of any in their line, and as a result of such 
advertising and of the high quality of the drill chucks, these 
chucks had acquired a high reputation, and the trade-mark was 
of substantial value. That after the chucks of plaintiff and its 
predecessor had become widely known and acquired a high reputa- 
tion under the trade-mark “Magic,” the defendant commenced to 
manufacture and sell, without permission or license of the plain- 
tiff, drill chucks under the trade-mark “Magic,” marking said 
trade-mark directly upon the chucks, for the purpose of profiting 
by and taking unfair advantage of plaintiff's chucks. That the 
sale of defendant’s chucks under the trade-name “Magic,” and the 
featuring by the defendant of the trade-mark “Magic” in its adver- 
tising in conjunction with chucks, had been, was and would continue 
to be productive of confusion in the trade, to plaintiff's damage. 

It is further alleged that plaintiff and its predecessor had for 
many years manufactured and sold chucks of distinctive shape, 
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design and appearance, and that the defendant, without consent 
of the plaintiff, began and at the time of the commencement of 
this suit was continuing, wrongfully to manufacture and sell chucks 
identical in shape, design and appearance with the chucks manu- 
factured and sold by the plaintiff, with the intent and purpose of 
deceiving the purchasers of chucks. It is then alleged that the 
defendant had made large profits and caused the plaintiff great 
loss and damage. 

In its answer, the defendant admits that the plaintiff and 
its predecessor had been manufacturing and selling, since 1901, 
drill chucks referred to as “Magic”; denies substantially all the 
remaining allegations of the complaint, and alleges that when 
plaintiff's drill chucks referred to as “Magic,” were first produced 
and sold in 1901, and continuously thereafter, they were so pro- 
duced and sold under protection of Letters Patent No. 629988, 
granted February 11, 1903, the patent being known as the Davis 
patent, which had been acquired by plaintiff’s predecessor. That 
chucks so designated under the name or style of “Magic” were in 
construction, type and characteristics unlike any other drill chucks 
which previously, then, or throughout the term of said letters patent, 
were offered for sale, in consequence of which the name “Magic” 
in relation to the said drill chucks meant and was understood gen- 
erally by the buying public to mean a chuck having the peculiar, 
special patented features which permitted a speedy and quick 
change of tools. That the defendant continuously, since the month 
of January, 1926, had manufactured and sold a quick-change chuck, 
to which it applied the term “Magic Type,” the said chucks having 
been marked “Magic Type Chucks, Collis Co., Clinton, Iowa,” 
and sold and distributed in various parts of the United States. 

That its chuck embodied the inventive features on which for 
seventeen years the original producers of Magic chucks, and their 
successors, were protected by the Davis patent; and that in con- 
struction, type and characteristics the chuck manufactured and 
sold by it was substantially like plaintiff's Magic chuck. That 
the name or term “Magic,” which had been adopted and used since 
1901 to designate the patented drill chuck of the plaintiff, had 
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become identified inseparably with only those chucks which embody 
the Davis invention, and since the expiration of the patent, had 
continued as the only term of exact description of drill chucks 
of the kind and type which theretofore were produced by authority 
conferred under the said patent, in consequence of which defendant 
contended that along with the right to make, use and sell the said 
drill chucks, upon the expiration of the letters patent, the public 
at large had acquired also the right to use the name “Magic” 
as a term by which to designate the drill chucks having said pat- 
ented features and as a term by which to distinguish said drill 
chucks from all others of different kind, type, and characteristics, 
and that no one member of the public was entitled to any special 
advantages or privileges in and to the name “Magic” in connection 
with drill chucks. 

It is also alleged that the Magic drill chucks of the plain- 
tiff are lacking in any distinctive shape, design or appearance, 
and that such shape, design and appearance as is embodied in 
said drill chucks is the result solely of utilitarian considerations, 
and that the shape, design and appearance characterizing the 
defendant’s chucks, have been determined solely by utilitarian 
considerations. 

It will be observed that under these pleadings the issue was 
quite limited. It appears, either by admission in the pleadings, 
or by proof, that the plaintiff's chuck was protected by the Davis 
patent which expired in 1919. During the life of the patent, there 
appeared on these chucks as manufactured by plaintiff and its 
predecessor, the word “Magic.” There also appeared the words, 
“U.S. Pat. Feb. ’02,” and the words, “Modern Tool Co., Erie, Pa., 
U. S. A.” Later, the printed matter appearing on the chuck 
was changed so as to read, “Magic Chuck, Patented. Modern 
Tool Co., Erie, Pa., U. S. A.” The chuck itself bore the word 
“Pat.,” or “Patented.” For at least one year after the expiration 
of the patent and subsequent to that time, in all advertising matter 
used by the plaintiff’s predecessor, up to the time of commencement 
of this suit, the display advertisements showed a picture of this 
chuck, invariably exhibiting in the picture words appearing thereon, 
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indicating that the tool was protected by patent, so that while the 
word “patented” was finally eliminated from the tool itself in 
1920, it was never eliminated from the advertising matter widely 
employed by plaintiff and its predecessor. It is admitted by the 
pleadings established by the proof, that the defendant, in 1926, 
began to manufacture chucks similar in all respects to that of 
the plaintiff, and that on each tool appeared the words “Magic 
Type,” together with the name “The Collis Company.” 

On this appeal, as in the lower court, the defendant contends 
that when the Davis patent expired in 1919, the right of plaintiff 
and its predecessor to use the word “Magic” in connection with 
its chuck, also expired, and in support of this contention the case 
of Singer Manufacturing Co. v. June Manufacturing Co., 163 U.S. 
169 (16 S. Ct. R. 1002), is cited. The Singer case involved the 
use of the word “Singer” by the Singer Manufacturing Company 
in connection with sewing machines manufactured by it under 
certain patents. 

On the expiration of the patents, the Singer Company con- 
tended that it still had a valid trade-mark in the word “Singer.” 
In the course of the opinion it is said: 


It is self-evident that on the expiration of a patent the monopoly 
created by it ceases to exist, and the right to make the thing formerly 
covered by the patent becomes public property. It is upon this condition 
that the patent is granted. It follows, as a matter of course, that on 
the termination of the patent there passes to the public the right to make 
the machine in the form in which it was constructed during the patent. 
We may, therefore, dismiss without further comment the complaint, as 
to the form in which the defendant made his machines. It equally follows 
from the cessation of the monopoly and the falling of the patented device 
into the domain of things public, that along with the public ownership 
of the device there must necessarily pass to the public the generic desig- 
nation of the thing which has arisen during the monopoly, in consequence 
of the designation having been acquiesced in by the owner, either tacitly, 
by accepting the benefits of the monopoly, or expressly, by his having 
so connected the name with the machine as to lend countenance to the 
resulting dedication. To say otherwise would be to hold that, although 
the public had acquired the device covered by the patent, yet the owner 
of the patent or the manufacturer of the patented thing had retained the 
designated name which was essentially necessary to vest the public with 
the full enjoyment of that which had become theirs by the disappearance 
of the monopoly. In other words, that the patentee or manufacturer could 
take the benefit and advantage of the patent upon the condition that at 
its termination the monopoly should cease, and yet when the end was 
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reached disregard the public dedication and practically perpetuate indefi- 
nitely an exclusive right. 

The public having the right on the expiration of the patent to make 
the patented article and to use its generic name, to restrict this use, 
either by preventing its being placed upon the articles when manufactured, 
or by using it in advertisements or circulars, would be to admit the right 
and at the same time destroy it. It follows, then, that the right to use 
the name in every form passes to the public with the dedication resulting 
from the expiration of the patent. 


To the same effect see: Holzapfel’s Compositions Co. v. 
Rahtjen’s American Composition Co., 188 U. S. 1 (22 S. Ct. R. 1); 
Sternberg Mfg. Co. v. Miller, DuBrul § Peters Mfg. Co., 161 Fed. 
318; Centaur v. Heinsfurter, 84 Fed. 955; Nims on Unfair Com- 
petition, Third Edition, 345. 

To escape the effect of this principle, the plaintiff contends 
that the name “Magic” is not generic, but that it had come to 
mean a drill chuck manufactured by the Modern Tool Company 
of Erie, Pa. On the other hand, the defendant contends that the 
name is generic and means and was understood by the public 
to mean a chuck having the peculiar, special patented features 
which permitted a speedy and quick change of tools. On this 
issue there is in the record both the oral testimony of certain 
witnesses and what may be referred to as the acts of the parties. 

The plaintiff produced certain of its customers who testified 
by deposition that the name of the manufacturing corporation 
associated with the name “Magic,” when applied to chucks, was 
the Modern Tool Company. One witness testified that if he ordered 
a Magic chuck he would expect to receive the product of the 
Modern Tool Company. Witnesses called on behalf of the de- 
fendant testified that they understood the word “Magic,” in rela- 
tion to a chuck, to denote a quick-change type of chuck. These 
witnesses testified that they knew of the characteristics of the 
chuck for a long time before they knew who manufactured it. 
The study of the oral testimony on this question is largely psycho- 
logical. 

At most, it simply expresses the opinion of the witnesses, and 


that opinion is confined to the mental impression which they per- 


sonally entertained. It could not in its nature be broader than 
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that. By what psychological processes these witnesses reached 
their conclusions, or just why this trade-mark used in connection 
with this device, made the impression on their minds which they 
say it did, does not very satisfactorily appear. In the final 
analysis, these expressions of opinion as to mental reactions pro- 
duced by objective facts or conditions must be tested by the facts 
and conditions forming the basis of such impression, and lence, 
it is necessary to consider the surrounding facts and circumstances. 

There is nothing in the name itself to suggest the name of 
its manufacturer. If the manufacturer of this article manufac- 
tured only chucks, and they all bore the name “Magic,” then it 
could readily occur that the name might have acquired a secondary 
significance and be suggestive of the manufacturer. It appears, 
however, that the plaintiff and its predecessor manufacture a great 
variety of tools, none of which, except this chuck, bears this trade- 
mark. 

There are certain well-known trade-marks of manufacturers, 
wholesalers and distributors used on large lines or practically 
all of their products or goods, so that whenever such a trade- 
mark is seen it at once suggests the source from which the product 
emanated, but where the manufacturer or distributor selects one 
product out of a great variety and places upon it a trade-mark, 
it would seem more likely that this trade-mark designated or 
characterized this particular tool or implement, rather than sug- 
gested its manufacturer. 

This thought is further emphasized by a reference to the 
the advertising matter used by the plaintiff and its predecessor. 
For instance, in connection with certain advertisements displaying 
the picture of this chuck, appeared the following: “Change your 
tool without stopping your machine. With the ‘Magic’ chuck, you 
lift the ring, out drops the collet, in goes the new tool, on goes the 
machine.” Again in a similar advertisement, appears the follow- 
ing: ‘Simply lift the ring—out drops the collet, in goes the new 
tool, on goes the machine. Just as easy as it sounds.” 

Again: “Thirty times as fast as by the old way. Magic 
chucks are not only wonderful time-savers, but they speed up 
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production. They virtually turn single spindle machines into mul- 
tiples, and often they save the purchase of additional costly 
machines.” If this descriptive matter is reliable, the name “Magic” 
would seem to be an appropriate one as characterizing the func- 
tioning of the tool itself. As a further indication that the name 
“Magic” was not employed as indicating the source from which 
this tool came, it is to be noted that in the advertising matter 
employed by the plaintiff and its predecessor, the name of this 
chuck seems to have been changed. 

Up to about July 31, 1919, it was generally advertised as the 
Magic Chuck. At that time this advertising matter was changed 
to read “Modern Magic Chucks.” The word “Modern” was given 
great prominence and emphasis. This appears through the years 
1920, 1921 and 1922. In the catalogues of various distributing 
companies, subsequent to 1919, the tool is frequently listed as 
“Modern Magic Chucks,” whereas in earlier years, it was listed 
as “Magic Chuck.” The word “Modern” is given emphasis in 
journals of January, 1924, December, 1927, and January, 1929. 
Now, the word “Modern” manifestly had some reference to the 
name of the manufacturer. 

This seems to have been the word which plaintiff adopted as 
indicating the name of the maker, and retained the word “‘Magic”’ 
as characterizing the tool. It is true that the tool itself retained 
the name “Magic,” but the advertising matter was changed so as 
to show the tool as the Modern Magic Chuck. There was some 
purpose, doubtless, of adding the word “Modern,” and the only 
purpose that would seem to be reasonable is that by so doing, 
this chuck might become identified with the maker, the Modern 
Tool Company. There was confessedly no change in the chuck 
which necessitated adding the word “Modern,” and this word 
could only have referred to the name of the maker. 


In view of all these circumstances and acts of the plaintiff 
and its predecessor, we are of the view that the preponderance of 
the testimony conclusively shows that the word “Magic” as used 
by the plaintiff and its predecessor, in connection with this chuck, 
was generic; that it meant to the public a chuck having the peculiar 
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characteristics and features of the tool, and that it had not acquired 
a secondary meaning indicating the maker or manufacturer of the 
tool. 

But it is further contended that the tool as in fact manufac- 
tured by the plaintiff, was not and is not the device covered by 
the Davis patent. It appears by the record in this case that this 
identical tool was for seventeen years manufactured and sold under 
the protection of the Davis patent. In fact, the tool itself falsely 
bore evidence that it was patented for at least one year subsequent 
to the expiration of the patent; and continuously up to the time 
of the commencement of this action, the advertisements of the 
plaintiff and its predecessor indicated that it was protected by 
patent. The plaintiff having enjoyed the benefits of the monopoly 
protected by this patent, cannot consistently now be heard to say 
that in fact the device manufactured and sold by it was not the 
device so patented. Sproull v. Pratt §& Whitney Co., 97 Fed. 807. 

There is an intimation in the record that the defendant’s delay 
in commencing the manufacture of its chuck precluded it from 
invoking the doctrine announced in Singer Manufacturing Company 
v. June Manufacturing Company, supra, but it should be observed 
in this connection that during all this time the plaintiff and its 
predecessor were, through their advertisements, falsely represent- 
ing that this device was protected by patent. It is not in the mouth 
of the plaintiff, therefore, to urge that the defendant should earlier 
have discovered its deception or fraud. To permit plaintiff so to 
do would allow it to take advantage of its own wrong. 

In view of what we have already said, it becomes unnecessary 
to decide whether or not the acts of the plaintiff were such as to 
preclude it from seeking the aid of a court of equity, for the reason 
that it did not come into that court with clean hands. We, there- 
fore, express no opinion on that issue. 

It follows that the judgment of the lower court should be 
and is reversed with directions to dismiss plaintiff’s bill of com- 
plaint. 





ESTATE STOVE CO. V. GRAY & DUDLEY CO. 


Estate Stove Co. v. Gray & Duptey Co. 
United States Circuit Court of Appeals, Tennessee 
June 9, 1931 


Unrarr Competition—“Heatrota”—Trape Stocans—Decerrive Use— 

REHEARING. 

A former decision by the court restrained defendant from the use 
of the phrase, “No, this is not a victrola,” on the ground of plaintiff's 
prior use of the slogan, “No, this is not a phonograph.” Inasmuch 
as it appeared at the rehearing that plaintiff had not used said slogan, 
but only the words “Looks like a phonograph, but is a furnace,” the 
former decision was vacated, and that of the lower court, dismissing 
the bill of complaint, affirmed. 


In equity. Action for unfair competition. On motion for 
rehearing. Original decision vacated and decree below affirmed. 


For original decision see 21 T.-M. Rep. 1; for decision below, 
17 T.-M. Rep. 3875. 


F. M. Bass, of Nashville, Tenn. (Greer Marechal, of Dayton, 
Ohio, Fyke Farmer and Bass, Berry and Sims, all of 
Nashville Tenn., and Drury W. Cooper, of New York 
City, on the brief), for appellant. 

K. T. McConnico and C. P. Hatcher (Pitts, McConnico and 
Hatcher on the brief), all of Nashville, Tenn., for ap- 
pellee. 


Before Denison, Mack and Moorman, Circuit Judges. 


Per Curtam: Our opinion (41 Fed. [2d] 462 [21 T.-M. 
Rep. 1]) erroneously assumed that the plaintiff (appellant) had 
characterized its product by the advertising catch word or “slogan,” 
“No, this is not a phonograph,” and thereupon held that defendant’s 
“No, this is not a victrola,” in connection with a closely similar 
picture, tended toward deception, to an unpermissible degree. The 
fact is that the plaintiff's advertising slogan was “Looks like a 
phonograph, but is a furnace,” in variant forms; and in many 
ways plaintiff's advertising emphasized the idea that the ““Heatrola” 
looked like a phonograph, but really was not. In a broad way, 
as to the public impression produced, there is not much substantial 
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difference between the fact and our erroneous assumption; but 
defendant had a right to make this style of heater, and to use 
as an advertising text its resemblance to a phonograph; and, lack- 
ing that specific and unpermissible appropriation which we mis- 
takenly found, defendant’s conduct cannot be made the basis of 
legal condemnation. 


Our former decision must be vacated and the decree below 
affirmed. 


Lincotn Motor Co., et av. v. Lincotn Automosite Co. 
(44 F. [2d] 812) 


United States District Court, Northern District of Illinois 
April 8, 1930 


Trape-Marks AND Unratr CompPetition—“Lincotn” For Moror Cars— 

Use or Trape-Marx 1n Corporate NAME. 

Where, after plaintiff had adopted and popularized the name 
“Lincoln” as a trade-mark for new and used motor cars, and had 
established selling agencies throughout the country for dealing therein, 
the use by defendant, a dealer in new and used automobiles, of the 
word “Lincoln” in its corporate name was enjoined as unfair competi- 
tion, particularly as the respective places of business were located 
near each other and several instances of confusion were shown. 

In equity. Action to restrain defendant from the use of the 


name “Lincoln” in its corporate name. Injunction granted. 


Vail, Roe §& Plamondon, of Chicago, IIl., for plaintiffs. 
Ota P. Lightfoot and Stuart B. Krohn, both of Chicago, IIl., 
for defendant. 


The master’s report was as follows: 

To the Honorable, the Judges of This Court: 

The undersigned, C. B. Morrison, master in chancery of this 
court, respectfully represents unto your honors that the above- 
entitled cause was heretofore referred to him to take and report 
the evidence therein together with his conclusions of fact and law. 

Pursuant to the reference, the parties appeared before the 
undersigned on October 8, 1929, and on divers days thereafter, 
and thereupon certain oral testimony and documentary exhibits 
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were offered and introduced in evidence and other proceedings 
had and taken as will more fully appear from the transcript of 
such testimony and proceedings herewith returned into court. After 
the testimony was completed, oral arguments were made, written 
briefs were submitted, and the case was taken under advisement 
by the master. 

The bill of complaint herein was filed August 238, 1929, giving 
a full description of plaintiffs and their businesses and the devel- 
opment thereof, in particular with regard to the name “Lincoln” 
as applied to the automobile business, alleging that certain acts 
of the defendant, principally the adoption and use of the cor- 
porate name “Lincoln Automobile Company,’ were committed with 
the intent of unfair and fraudulent competition with plaintiffs, and 
praying for injunctional relief. 

The defendant filed its answer on September 24, 1929, deny- 
ing the commission of any unfair acts. 


Findings of Fact 

The three plaintiffs are all organized under the laws of other 
states and non-residents of this state, the Ford Motor Company 
and the Triangle Automobile Company being licensed to transact 
business in this state. The defendant is an Illinois corporation 
with its principal place of business at 2216 South Michigan Ave- 
nue, Chicago. 

The plaintiff, Lincoln Motor Company, is, and since 1920 
has been, engaged in the manufacture of automobiles designated 
and known as Lincoln and of parts and accessories therefor and 
has sold in excess of 55,000 Lincoln automobiles. It was the first 
company in the automobile business to adopt the name “Lincoln” 
for the automobile, parts, and accessories manufactured by it 
and has employed that name continuously since 1920 to designate 
its products, and no other automobile company uses the name to 
designate its automobile or parts. 

The Lincoln Motor Company is a subsidiary of the Ford 
Motor Company, the Lincoln’s entire capital stock being owned 
by the Ford, which has a capital investment therein in excess 
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of $12,000,000. The sales of the cars and parts are made through 
the Ford Company, the method adopted being for the Lincoln 
Motor Company to sell its entire output to the Ford Company, 
which handles the sales through thirty-six branches in different 
parts of the country, designated as branches of the Ford Motor 
Company, Lincoln Division, the Chicago branch being located at 
2440 South Michigan Avenue. The operating expenses of these 
branches and the moneys spent for advertising are paid by the 
Ford Company and charged back to the Lincoln business. The 
branches sell to authorized Lincoln dealers, who in turn sell to 
the public. 

Among the authorized dealers is the plaintiff, Triangle Auto- 
mobile Company, with its principal place of business at 2229 South 
Michigan Avenue, Chicago, this location being in that stretch of 
Michigan Avenue from Fourteenth Street south to Twenty-seventh 
or Twenty-ninth Street which has been known to the public for 
a number of years as Automobile Row. The Triangle Company 
has been an authorized dealer since 1928, sells new and used 
Lincoln cars, and has a service shop with all the special tools and 
equipment recommended by the Ford Motor Company, Lincoln 
Division, and is equipped to furnish complete Lincoln service to 
the public. It has a substantial investment and maintains a large 
force of employees. In the last five years it has sold over 1,200 
new and over 500 used Lincoln cars, and enjoys a high reputation 
in the City of Chicago. 

The Ford Motor Company, Lincoln Division, exercises great 
care in the selection of a dealer authorized to sell Lincoln cars. 
His experience must have been such as to evidence capability of 
handling the proposition; he must supply a building at a desirable 
location that will properly house both the sales and service depart- 
ments for the Lincoln car, provide a suitable organization, and be 
properly financed; he must purchase certain special equipment, 
keep on hand an adequate supply of parts, and employ skilled 
mechanics—all requirements to give assurance to the Ford Com- 
pany not only that sales will be made, but that purchasers will 
have proper service, which includes the intention that the dealer 
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in taking in used cars will properly recondition them and guarantee 
them. The Ford Company checks up on the dealers rigidly to see 
that they maintain proper equipment and render adequate service. 

The Ford and Lincoln Motor Companies do not sell direct to 
the public, except that in Boston, Mass., the Ford Company con- 
ducts the retail sales of new and used Lincoln cars and that the 
various branches over the country sell used demonstrator and official 
cars and to that extent deal in used cars, the Chicago branch 
selling approximately eight or nine a year. All other sales of 
new cars are made through the authorized Lincoln dealers who 
also sell used Lincolns. The used cars are usually those taken 
in exchange in the sale of new cars, though the dealers sometimes 
acquire these used cars by purchase from each other and from 
outside dealers. In fact, up until the time the defendant began 
to deal extensively in used Lincoln cars and to bring them in from 
other territory, the plaintiff, Triangle Automobile Company, made 
it a practice to buy up Lincoln used cars in the Chicago territory 
and still does to a limited extent. 

New Lincoln cars are sold with a guaranty as to defective 
workmanship and with free service for four months. In order 
to give this service and also for the purpose of furnishing repair 
work to Lincoln cars, each dealer is required to maintain a service 
department. It is the policy of the Ford Motor Company, Lincoln 
Division, to recommend to its dealers that they recondition the 
used Lincoln cars that come into their possession and sell them 
with a new-car guaranty if not over three to four years old. While 
there is no specific contract requiring dealers to do this recondi- 
tioning work or that the used car be sold with a guaranty and 
it might be said it is discretionary with them, the fact is the dealers 
actually follow the policies of the Ford Company, and, as here- 
tofore stated, the requirements to be met before a dealer is accepted 
are so strict as to insure high-class men who will recognize the 
wisdom of such policies. 

The Ford Company sees that the guaranty on reconditioned 
cars is made good either by compelling the dealer to fulfill it or 
by taking care at the service stations maintained at the branches 
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of customers who may not be satisfied by dealers and by sending 
out representatives who check carefully the condition in which 
dealers keep their places, the tools, supply of parts, and the charac- 
ter of work being done. The dealers are required to employ skilled 
mechanics for servicing and reconditioning work, and to insure that 
this is done the Ford Company has the mechanics from the dif- 
ferent dealers attend schools maintained at the branches where 
they must pass an oral and written examination. In case of failure 
to pass, it is recommended to the dealer that the man be discharged 
or transferred to other work. 

The plaintiff dealer, Triangle Automobile Company, follows 
the above recommendation and guarantees all rebuilt cars for ninety 
days to four months to be free from defective workmanship and 
material and to furnish the same service as to a new car for that 
period. 

In carrying on repair and reconditioning work, some special 
tools are required for best results on the Lincoln cars, and some 
classes of work cannot be done without using these tools, such 
as grinding valves and work requiring the use of a gear puller. 
Part of these tools are manufactured by the Lincoln Motor Com- 
pany and are sold only to its authorized dealers. Some of the 
tools are made by outside manufacturers and are shipped by them 
direct to the dealers on orders evidently placed through the Ford 
Company, Lincoln Division. It is the policy of the Ford Company 
to have the dealers keep these tools in such a way as to insure 
they do not get in the hands of outsiders. While it was suggested 
there was nothing to keep a dealer from selling such tools to out- 
siders, the fact remains that he knows it would not be in accord 
with the plan of the Lincoln and Ford Companies and he does 
not do it. A few instances were given where the defendant bor- 
rowed special tools from authorized dealers, a strong argument 
that these tools were not otherwise procurable. The witness testify- 
ing on this point had been a mechanic in the employ of the service 
departments of authorized dealers, and his procuring of the tools 
was due to a personal courtesy extended to him because of ac- 
quaintanceship formed by him with other service employees. This 
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borrowing was done without knowledge of the heads of the dealer 
companies and with knowledge by the witness that the men were 
not supposed to let the tools go out and were disobeying instruc- 
tions. The instances given were all before the organization of the 
defendant company and while its predecessor, the Trainor Motor 
Sales, was conducting the business. 

Owners of Lincoln cars having repair work done by authorized 
dealers obtain the advantage of the exchange policy of the Ford 
Company, Lincoln Division, which is to furnish certain new parts 
for parts worn under ordinary use or under other’ stated conditions 
at prices much below list price, which list price would have to be 
paid by an outside dealer just as he must pay list price for any 
Lincoln parts he purchases. Another practice followed by the 
Ford Company, Lincoln Division, is to replace without cost defec- 
tive original or replaced parts in Lincoln cars while in the hands 
of the original purchaser. This does not hold good in cases where 
repairs or replacements are made by an outside shop even though 
the replacement was bought of an authorized dealer. 

The foregoing subject has been gone into in detail to show 
the service the public has come to rely on as coming from dealing 
with authorized Lincoln dealers. 

The Lincoln automobile has been extensively advertised, the 
Lincoln Motor Company having spent approximately two and one 
quarter million dollars in the last five years in publications of 
national distribution, in newspapers, direct mail, and in booklets 
and folders sent to the dealers for distribution. More than $400,000 
had been spent in 1929 up to October 1, and commitments would 
bring the amount up to about $650,000 for the year. Part of 
this was for newspaper advertising in three principal cities, of 
which Chicago’s share was $40,000 in 1929 up to October, and 
$25,000 was spent in Chicago in 1928. Used car ads were run 
in the Chicago Tribune from January to July, 1929, at a cost of 
over $3,700. In addition to the advertising paid for by the com- 
pany, suggested advertisements are supplied to the dealers and 
are run and paid for by them in their local newspapers. Plaintiffs’ 
Exhibits 4, 5. The Triangle Automobile Company has run these 


























460 TWENTY-ONE TRADE-MARK REPORTER 


of customers who may not be satisfied by dealers and by sending 
out representatives who check carefully the condition in which 
dealers keep their places, the tools, supply of parts, and the charac- 
ter of work being done. The dealers are required to employ skilled 
mechanics for servicing and reconditioning work, and to insure that 
this is done the Ford Company has the mechanics from the dif- 
ferent dealers attend schools maintained at the branches where 
they must pass an oral and written examination. In case of failure 
to pass, it is recommended to the dealer that the man be discharged 
or transferred to other work. 

The plaintiff dealer, Triangle Automobile Company, follows 
the above recommendation and guarantees all rebuilt cars for ninety 
days to four months to be free from defective workmanship and 
material and to furnish the same service as to a new car for that 
period. 

In carrying on repair and reconditioning work, some special 
tools are required for best results on the Lincoln cars, and some 
classes of work cannot be done without using these tools, such 
as grinding valves and work requiring the use of a gear puller. 
Part of these tools are manufactured by the Lincoln Motor Com- 
pany and are sold only to its authorized dealers. Some of the 
tools are made by outside manufacturers and are shipped by them 
direct to the dealers on orders evidently placed through the Ford 
Company, Lincoln Division. It is the policy of the Ford Company 
to have the dealers keep these tools in such a way as to insure 
they do not get in the hands of outsiders. While it was suggested 
there was nothing to keep a dealer from selling such tools to out- 
siders, the fact remains that he knows it would not be in accord 
with the plan of the Lincoln and Ford Companies and he does 
not do it. A few instances were given where the defendant bor- 
rowed special tools from authorized dealers, a strong argument 
that these tools were not otherwise procurable. The witness testify- 
ing on this point had been a mechanic in the employ of the service 
departments of authorized dealers, and his procuring of the tools 
was due to a personal courtesy extended to him because of ac- 
quaintanceship formed by him with other service employees. This 
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borrowing was done without knowledge of the heads of the dealer 
companies and with knowledge by the witness that the men were 
not supposed to let the tools go out and were disobeying instruc- 
tions. The instances given were all before the organization of the 
defendant company and while its predecessor, the Trainor Motor 
Sales, was conducting the business. 

Owners of Lincoln cars having repair work done by authorized 
dealers obtain the advantage of the exchange policy of the Ford 
Company, Lincoln Division, which is to furnish certain new parts 
for parts worn under ordinary use or under other’ stated conditions 
at prices much below list price, which list price would have to be 
paid by an outside dealer just as he must pay list price for any 
Lincoln parts he purchases. Another practice followed by the 
Ford Company, Lincoln Division, is to replace without cost defec- 
tive original or replaced parts in Lincoln cars while in the hands 
of the original purchaser. This does not hold good in cases where 
repairs or replacements are made by an outside shop even though 
the replacement was bought of an authorized dealer. 

The foregoing subject has been gone into in detail to show 
the service the public has come to rely on as coming from dealing 
with authorized Lincoln dealers. 

The Lincoln automobile has been extensively advertised, the 
Lincoln Motor Company having spent approximately two and one 
quarter million dollars in the last five years in publications of 
national distribution, in newspapers, direct mail, and in booklets 
and folders sent to the dealers for distribution. More than $400,000 
had been spent in 1929 up to October 1, and commitments would 
bring the amount up to about $650,000 for the year. Part of 
this was for newspaper advertising in three principal cities, of 
which Chicago’s share was $40,000 in 1929 up to October, and 
$25,000 was spent in Chicago in 1928. Used car ads were run 
in the Chicago Tribune from January to July, 1929, at a cost of 
over $8,700. In addition to the advertising paid for by the com- 
pany, suggested advertisements are supplied to the dealers and 
are run and paid for by them in their local newspapers. Plaintiffs’ 
Exhibits 4, 5. The Triangle Automobile Company has run these 
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ads, spending about $25,000 a year in used car advertising, which 
includes some general advertisements on used cars covering other 
than Lincolns. Some of the Lincoln used car advertising was run 
in conjunction with other authorized Lincoln dealers in Chicago 
at an expense in 1929 of $5,600, of which the Triangle’s propor- 
tion was 20 to 25 per cent. This advertising was educational 
and to create a demand for used Lincolns, particularly as sold by 
authorized dealers, and did not bear the name of any dealer. 
Plaintiffs’ Exhibits 22 to 50. 

Since the beginning of 1929, the national advertising of the 
Lincoln Motor Company has featured the name “Lincoln” and 
has not shown the name of the manufacturing or selling company. 
All of the advertising, including that put out by the individual 
dealers, stresses the high quality and workmanship of the Lincoln 
car, including its lasting quality and the fact that it does not become 
obsolete, and is calculated to build up good-will for the car under 
the name “Lincoln.” An attempt to classify this advertising as 
intended for the benefit of new Lincolns or used Lincolns shows 
no such division can be made. In its very nature what might be 
roughly termed new-car advertising creates prestige for used 
Lincolns and the advertisements and pamphlets that are specifically 
intended to create a demand for used Lincolns go back to the 
quality of the car as it is manufactured and comes from the factory. 

The Lincoln automobile, the product of the Lincoln Motor 
Company, both as a new and a used car, has come to have a high 
reputation in the trade and with the general public and is under- 
stood to be a product of the Ford Motor Company or one of its 
subsidiaries; the connection of the Ford Company being shown 
in some of the advertisements. The Ford Company has a high 
standing, and its connection with the Lincoln car adds substan- 
tially to the reputation of that car. The general public in Chicago 
understands the best place to buy a used Lincoln car is from an 
authorized dealer and such used Lincoln is considered an excellent 
car to buy. 

The word “Lincoln” in connection with automobiles and parts 
has acquired a secondary meaning with the trade and public gen- 
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erally as designating products of the Lincoln Motor Company, 
subsidiary of the Ford Motor Company, and where used in connec- 
tion with service stations is understood as indicating the service 
and repair station of an authorized dealer in Lincoln cars. 

The Ford Motor Company, Lincoln Division, has been diligent 
for many years in seeking to protect the name “Lincoln” and pre- 
vent the use of that name as a trade-mark and trade-name and 
as descriptive of sales and service by others than authorized Lin- 
coln dealers. The authorized dealers themselves are not permitted 
to use the name as a part of their firm, trade, or corporate names, 
and each dealer so agrees in the sales agreement he signs with the 
Ford Company, and further that he will remove Lincoln signs 
from his place of business and discontinue Lincoln advertising 
when the agreement is canceled or terminated. Each dealer agrees 
to display the fact that he is an authorized dealer. They use the 
name “Lincoln” freely and in large characters to indicate they are 
dealing in Lincoln cars, but always do business under their own 
names. Authorized dealers throughout the country have used such 
words and phrases on display in and about their places of business 
as Lincoln, Lincoln Motor Service, Lincoln Automobiles, Lincoln 
Cars, Lincoln Dealer, Lincoln Service, Lincoln Parts, Lincoln 
Specialties, Lincoln Accessories, and Lincoln Shop. 

The plaintiff, Triangle Automobile Company, has the appella- 
tion "Lincoln Motor Cars” in large letters conspicuously across 
the stone work above the first floor show windows at its place of 
business and the name “Lincoln” in large letters on the show 
window on each side of the central door with the words “Motor 
Cars” in small letters beneath, and on the door is the name “Tri- 
angle Automobile Company, authorized dealer,’ the name “Lin- 
coln” being given the conspicuous display rather than the Triangle’s 
name so as to catch the eye of the passerby, the public looking for 
the car the dealer represents rather than for the dealer by name. 


The defendant, Lincoln Automobile Company, was incorpo- 
rated in July, 1929, with its place of business at 2216 South 
Michigan Avenue, Chicago, which is diagonally across the street 
from the place of business of the plaintiff, Triangle Automobile 
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Company. It is engaged in the used car business and specializing 
in used Lincolns, having succeeded to and taken over the used 
car business which Edward Trainor had been conducting for over 
four years at the same address under the name Trainor Motor Sales, 
Trainor having begun specializing in used Lincolns in the fall of 
1928, having sold as his leader prior to that time used Wills 
St. Clair cars, which went off the market about that time. 

The business conducted by the defendant company is the 
same business as originally conducted by the Trainor Motor Sales, 
Trainor controlling and managing the defendant’s business and 
the change being colorable only. The explanation of the reason 
for adopting the name “Lincoln Automobile Company” advanced 
by defendant is that when they, meaning the Trainor Motor Sales, 
began to handle so many Lincolns, they wished the general public 
to know they had Lincolns. It would not have been necessary to 
make the name “Lincoln” a part of its corporate name to do this, 
just as it had not been necessary for Trainor to include “Wills 
St. Clair” in the name under which he was doing business when 
specializing in the sale of that car. Defendant is also dealing 
in other used cars. It is significant that defendant is almost directly 
across the street from the plaintiff, Triangle Automobile Company, 
an authorized Lincoln dealer, and only about two blocks from the 
Chicago branch of the Ford Motor Company, Lincoln Division. 

The master finds the incorporation of the defendant was in 
order to adopt the name “Lincoln” as a part of the corporate 
name with the purpose of taking advantage of the advertising and 
good-will of the plaintiffs’ and of obtaining prospective customers 
desiring to do business with an authorized Lincoln dealer. 

Before this action was brought, defendant was asked to cease 
using “Lincoln” in its corporate name but refused to do so and 
plaintiffs immediately began this suit. 

It will be seen that in selling used Lincolns defendant is in 
direct competition with plaintiff Triangle Automobile Company 
and other authorized Chicago Lincoln dealers and also with the 
Chicago branch of the Ford Motor Company, Lincoln Division, 
which sells used demonstrator and official cars. It is contended 
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that in making sales to the dealers the Ford and Lincoln Motor 
Companies part with title to the automobiles and that the dealers 
also own the used Lincoln cars, and that, therefore, defendant in 
competing with dealers does not compete with the plaintiffs, Ford 
and Lincoln Motor Companies. This is a specious form of argu- 
ment. While the dealer may be said to purchase the Lincoln 
cars outright and the Ford and Lincoln Motor Companies part 
with the legal title thereto and also the dealer acquires, reconditions, 
and sells used Lincoln cars in his own right, he in reality is not 
an independent party in these acts because the Ford Company 
retains, and the dealer recognizes that fact, the right to direct 
the policies of its various dealers so that there will be a uniform 
course of dealing, recognized by the public as the policy of the 
Ford and Lincoln Motor Companies, and is vitally interested in 
the sales made by the dealer. It might be said that the companies 
and the dealers are parts of one large organization working to one 
end and with one common purpose—to sell Lincoln cars—and as 
a means to that end to build up a good-will and a reputation on 
which the public will rely. No one element can be separated from 
the organization without defeating the intention of the whole. The 
successful sales by the dealers mean the life of the companies and 
the dealers could not continue without the cooperation of the com- 
panies. 

The evidence shows some confusion in mail and in telephone 
calls. To find and prove specific instances where the public has 
been misled, which is one way of proving injury to a plaintiff, is 
a difficult matter; but this is unnecessary where the facts and cir- 
cumstances are such as to cause one to be reasonably satisfied that 
confusion resulting in damage to plaintiff is likely to occur. In 
the master’s opinion this would be the inevitable consequence if 
defendant is permitted to continue the use of the name “Lincoln” 
as a part of its corporate name, as this use is manifestly likely to 
lead ordinary persons to believe defendant represents or is con- 
nected with plaintiffs in some way. The adoption of “Lincoln” 
as a part of its corporate name is about the strongest means de- 
fendant could adopt to cause confusion, as the public cannot be 
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expected to differentiate between Lincoln Motor Company and 
Lincoln Automobile Company. There is no quarrel with defend- 
ant’s sale of used Lincoln cars as such, but with the fact that when 
defendant sells such car under the corporate name it has adopted 
it does not, so far as the public is concerned, sell it as its car, but 
rather as the property of the Lincoln Motor Company or of its 
authorized dealer, from whom the public has come to expect certain 
things and back of whom the public sees the Lincoln Motor Com- 
pany. 

Many of the customers coming to the place of business of 
plaintiff Triangle Automobile Company look for the name “Lin- 
coln,” that is, for the name of the car the dealer handles, rather 
than the name of the dealer, and they would be likely to be attracted 
to the place of the defendant where its name “Lincoln Automobile 
Company” is prominently displayed on its show window. 

The bulk of the Lincoln used car advertising appears in the 
Sunday Chicago Tribune, its drawing power being strongest at the 
beginning and tapering off toward the latter part of the week. 
At the time the evidence was taken and the arguments made before 
the master, no telephone directory had come out after defendant 
was incorporated, so the name “Lincoln Automobile Company” 
was not listed therein, though plaintiffs’ counsel argued that a new 
directory would soon issue, and the master takes cognizance of 
the fact that such directory has now issued and defendant’s name 
appears in the alphabetical list therein. The evidence is that the 
telephone operator of the Ford Motor Company, Lincoln Division, 
receives one to four inquiries a day for used Lincoln cars, and some 
inquiries are made in person by people asking for used Lincolns 
at the branch and then to be directed to the nearest authorized 
dealer, the latter being directed to the Triangle Automobile Com- 
pany. It is a fair inference that many of the telephone calls are 
intended for the Triangle, but because of the way the used car 
advertising is handled the calls go to the factory branch, the cus- 
tomer remembering the name of the car he desires rather than the 
name of the dealer. With the defendant’s name appearing in the 
telephone directory it is likely that many calls intended for an 
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authorized Lincoln dealer or the factory branch will go to the 
defendant. 


Findings of Law 


The necessary facts to give a federal court jurisdiction have 
been established. This case comes under that branch of law known 
as “unfair competition,” which has been generally defined as 
meaning the selling of one man’s goods as those of another. The 
word “competition” is somewhat misleading. Although originally 
some of the cases may have given a rather strict interpretation to 
the term when trade was limited in scope and most of the cases 
were of actual market competition between like products, as trade 
has developed and commercial changes have come about the law 
has expanded to keep pace with the times and the element of 
strict competition in itself has ceased to be the determining factor. 
As it has come to be understood that a secondary meaning may be 
established in a name or word as designating the product of a 
particular manufacturer and a good-will built up under the name 
by length of use, fair dealing, the intrinsic merit of the product, 
and expenditures of large sums for advertising to familiarize the 
public therewith, so it has also been recognized that the owner of 
that name has a property right in which he is entitled to protec- 
tion, since there is damage to him from confusion of reputation 
or good-will in the minds of the public as well as from confusion 
of goods. The modern trend is to give emphasis to the unfairness 
of the acts and to classify and treat the issue as a fraud. British 
American Tobacco Co. v. British-American Cigar Stores Co., 
(C. C. A.) 211 F. 988, Ann. Cas. 1915B, 368 [4 T.-M. Rep. 298]; 
Akron-Overland Tire Co. v. Willys-Overland Co., (C. C. A.) 278 
F. 674 [11 T.-M. Rep. 281]; Wall v. Rolls-Royce, (C. C. A.) 
4 F. (2d) 888; Dodge Bros. v. East, (D. C.) 8 F. (2d) 872 [16 
T.-M. Rep. 552]; Vogue Co. v. Thompson-Hudson Co., (C. C. A.) 
300 F. 509 [15 T.-M. Rep. 1], and cases cited; Buckspan v. Hud- 
son’s Bay Co., (C. C. A.) 22 F. (2d) 721 [18 T.-M. Rep. 4]; 
Armour & Co. v. Master Tire & Rubber Co., (D. C.) 84 F. (2d) 
301 [20 T.-M. Rep. 14]; American Insulation Co. v. Eternit Roof- 
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ing Corp., (D. C.) 14 F. (2d) 285 [16 T.-M. Rep. 523]. All of 
these cases except the Dodge and Vogue are cases in which de- 
fendant adopted plaintiff's name as part of its corporate name and 
was restrained in such use. 

Where, in an action against unfair competition, it is a reason- 
able presumption that confusion will result with injury to plaintiff, 
it is not necessary to show actual confusion or damage. All of the 
cases cited above, although possibly not stating this rule as an 
abstract principle, discuss the idea fully and are based on the 
assumption that it is an established principle. See, also, Rice § 
Hutchins v. Vera Shoe Co., (C. C. A.) 290 F. 124 [18 T.-M. Rep. 
389]; Florence Mfg. Co. v. J. C. Dowd & Co., (C. C. A.) 178 F. 73 
[1 T.-M. Rep. 289]. 

The defendant contends that where there is no evidence any 
one has in fact been deceived, the inference is they have not. 
Among the cases cited in support of this proposition are two 
Supreme Court cases, Goodyear’s Rubber Mfg. Co. v. Goodyear 
Rubber Co., 128 U. S. 598, 9 S. Ct. 166, 82 L. Ed. 535, and 
Howe Scale Co. of 1886 v. Wyckoff, 198 U. S. 118, 25 S. Ct. 609, 
49 L. Ed. 972. These two cases do not uphold the contention. 
They state the principle that relief in a case of unfair competition 
is granted only where the defendant in some way palms off his 
goods as those of plaintiff. Relief was not denied because specific 
acts of deception were not proved, but on the ground that in the 
circumstances of those cases plaintiff did not have the right to 
the exclusive use of the name attempted to be enjoined and the 
unfair acts complained of all had to do with the use of that name. 

These two cases have been singled out for comment because 
they are United States Supreme Court cases. All of the cases 
cited by defendant have been considered and are believed to either 
be not in point on the facts of this case or overcome by the weight 
of authority. 

The fact that the plaintiffs, Lincoln Motor Company and 
Ford Motor Company, have no direct financial interest in the pur- 
chase and sale of used Lincoln cars on the open, competitive 
market does not preclude them from relief in the protection of 
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the name “Lincoln.” As shown by the findings of fact, there is 
an intimate connection between them and their dealers, and their 
interest in the sale of Lincoln used cars is not only that dealers 
will thereby purchase more new cars, but also that the good-will 
established for the car shall be maintained with the public. There 
is competition with defendant in its broader sense, and the narrow 
view urged by defendant cannot be accepted. Dodge Bros. v. 
East, supra; Buckspan v. Hudson’s Bay Co., supra; Ward Baking 
Co. v. Potter, (C. C. A.) 298 F. 398 [14 T.-M. Rep. 253]. Also 
it would be too narrow a view to adopt to say that because de- 
fendant is selling genuine used Lincoln cars there can be no unfair 
competition. Ford Motor Co. v. Boone, (C. C. A.) 244 F. 385 
[7 T.-M. Rep. 565]; Dodge Bros. v. East, supra. 

It is urged that others in Chicago connected in some way 
with the automobile industry have made use of the name “Lincoln.” 
This is not regarded as in any way affecting the questions involved 
here. The fact that others may have been guilty of similar viola- 
tions of the law furnishes no excuse for the defendant. 

In conclusion it is found that the name “Lincoln” having 
acquired a secondary meaning in the automobile trade as designat- 
ing the products of the Lincoln Motor Company, subsidiary of 
the Ford Motor Company, and a valuable property right having 
been established in such name through long use, the intrinsic worth 
of the product it is applied to, and by intensive advertising, plain- 
tiffs are entitled to protection in the use of the name. 

It is recommended that a decree be entered finding that the 
plaintiff, Lincoln Motor Company, is entitled to the exclusive use 
of the name “Lincoln” in connection with the manufacture and 
sale of automobiles, accessories, and parts therefor, and granting 
to plaintiffs an injunction restraining defendant from using the 
name “Lincoln” in its corporate name or in any other manner that 
may tend to cause the public to believe that defendant is in any 
way connected with the plaintiffs. 


Wivkerson, D. J.: This cause coming on to be heard upon 
motion of plaintiffs for the entry of a decree herein, this matter 
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having heretofore been submitted to the court, upon the bill of 
complaint, answer of defendant, report of C. B. Morrison, master 
in chancery to whom said cause was referred to take and report 
the evidence, together with his conclusions of fact and law, upon 
the exceptions of the defendant to the master’s report, and an 
order having been heretofore entered herein approving the master’s 
report and overruling the exceptions of the defendant thereto, 
and the court having heard arguments of counsel, and being fully 
advised in the premises, it is ordered, adjudged, and decreed as 
follows: 

1. That the court has jurisdiction of the subject matter and 
all the parties hereto, and that the equities are with the plaintiffs, 
and the material allegations of plaintiffs’ bill of complaint have 
been proved and are true. 

2. That an injunction be issued in this case in favor of the 
plaintiffs, restraining the defendant, Lincoln Automobile Company, 
its agents, servants, officers, employees, attorneys, and successors, 
and all holding by, from, or under them, from: 

(a) Doing business under the name “Lincoln Automobile 
Company.” 


(b) Making use of the name “Lincoln Automobile Company”’ 
or the word “Lincoln,” or any other name or names of like import 
or character, indicating or implying that defendant has any con- 
nection whatever with the plaintiffs or any of them or in any way 
tending to cause the public to believe that defendant is in any way 
connected with the plaintiffs or any of them. 


(c) Displaying by advertisements or signs in and about its 
place of business the word “Lincoln” alone or with any other 
words or expressions in such manner as to imply that defendant 
is an authorized dealer, agent, distributor, or representative of the 
plaintiffs or any of them. 

(d) That the said defendant be and it is hereby required and 
compelled to at once obliterate or otherwise remove the name 
“Lincoln Automobile Company” from all signs and show windows 
in or about its place of business, and from all stationery, letter- 
heads, billheads, and other office supplies. 
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(e) From inserting, or causing or allowing to be inserted, 
the words “Lincoln Automobile Company” or any colorable names 
implying that defendant is in any way connected with any of the 
plaintiffs in any subsequent issues of any and all telephone direc- 
tories, alphabetical and/or classified, circulated in the City of 
Chicago, or any similar publications; and from maintaining any 
telephone under the name “Lincoln Automobile Company.” And 
the court retains jurisdiction for the purpose of making such further 
order as may be necessary to protect the plaintiffs against any 
misuse of the telephones now listed under such name. 

That the plaintiffs recover of the defendant their costs in this 
suit to be taxed, including the sum of $319 on account of plain- 
tiffs’ costs before the master in chancery. 


Eastman Kopak Co. v. WeIL AND ANOTHER 
(137 N. Y. A. D. 506) 


New York Supreme Court, New York County 


June, 1930 


TrapE-Marks—INFRINGEMENT—“Kopak” ano “AvupAK”—Force or Con- 

TRACT. 

The use by defendant of the word “Audak” in the advertising 
and sale of its goods, in violation of an agreement between the parties, 
was enjoined. 

Trape-Marks—“Avupak”—Use 1n Corporate NAME. 

In the absence of any express clause in the contract between 
plaintiff and defendant prohibiting the latter from using the word 
“Audak” in its corporate name, held that no injunction should be 
granted. 

In equity. Action for trade-mark infringement. Prayer 


granted in part. 


Beekman, Bogue & Clark (E. K. Hanlon, of counsel), all of 
New York City, for plaintiff. 
Jacob Ansbacher, of New York City, for defendants. 


Coritto, J.: This action is one brought to restrain the in- 
dividual and corporate defendant from using the word “Audak” 
as a trade-mark or as a component part of a trade-mark and from 
making, printing or using, or causing to be made, printed or used 
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any supplies, advertisements or printed matter of any kind in or 
on which the said word “Audak” appears either as a trade-mark 
or otherwise descriptive of any device, apparatus or merchandise 
or as a part of the name of the corporate defendant. The action, 
while it seeks relief against infringement of plaintiff's trade-mark, 
is fundamentally based upon plaintiff's alleged rights under an 
agreement with defendants. The contract was entered into by 
the plaintiff and the individual defendant, who is the sole owner of 
the corporate stock of the corporate defendant. Although it was 
not signed by the corporate defendant, in the answer and on the 
trial it was conceded that any judgment against the individual 
defendant Weil would be binding upon the corporation. ‘The 
agreement in question was entered into in the settlement of a trade- 
mark opposition proceeding pending in the United States Patent 
Office. In this proceeding the defendant Weil, who had been in 
business since 1922, trading under the registered name ‘The 
Audak Company,” filed an application in the Patent Office for the 
registration of the word “Audak’”’ as a trade-mark to be used on 
phonograph and mechanical phonograph recording, demonstrating 
and testing apparatus. This application was filed in 1923. The 
application for the trade-mark explicitly disclaimed any claim to 
the words “Made by Audak Company, New York.” The appli- 
cation having been gazetted on December 1, 1925, the plaintiff 
filed opposition proceedings which resulted in the contract now 
before the court. The pertinent provision of that contract is as 
follows: “1. Weil agrees that he will at once desist from the 
use of the word Audak as a trade-mark or as a component part 
of a trade-mark and that he will not make, print or use or cause to 
be made, printed or used any further supplies, advertisements or 
printed matter of any kind in which the word Audak appears, except 
as is specifically provided for herein.” The plaintiff has been 
engaged in the manufacture of photographic materials and ap- 
paratus for half a century, and of late it has been experimenting 
in the manufacture of apparatus having to do with the reproduc- 
tion of sound in connection with motion pictures. Its products 


have a world-wide distribution, its gross sales running over 
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$100,000,000 a year and are marketed either under its trade-name 
“Kodak” or derivatives thereof, and it has subsidiary companies 
throughout the world whose names, like its own, are integrated 
with the word “Kodak.’”’ The name has an enormous good-will 
value, as is apparent from the fact that $3,000,000 a year is spent 
in advertising. The derivatives of ‘“Kodak’’ usually have some 
application to the product to which it is applied; for instance, a 
camera shutter is called the “Kodamatic’’; a projective for amateur 
movies is called the “Kodascope’’; a machine for copying checks 
is called “Rekodak.” The defendants admit that under the agree- 
ment they have no right to use the word “Audak”’ as a trade-mark 
or as part of a trade-mark, or to sell any supplies or use any adver- 
tising or printed matter upon which that word appears as a trade- 
mark. They did, however, breach their contract by using the 
term repeatedly in an advertisement published in the Ehibitors’ 
Herald-World, dated May 11, 1929. This much is virtually ad- 
mitted. But the main controversy between the parties is on the 
question whether the contract obligated the corporate defendant 
to desist from using the word “Audak” as a constituent element 
of its corporate name. The contract was drawn by the plaintiff 
through its own attorneys, and at the signing thereof the defendant 
was not represented by counsel. It must, therefore, be strictly 
construed against it. If it was the intention to compel defendant 
to change its corporate name, the agreement would have so specified. 
It would not have left to implication a direction under which de- 


fendant would have been free to use one name 





its authorized one— 
in statutory corporate matters, and another one in relation to the 
public. The situation thus created would be highly irregular, if 
not illegal. (Scarsdale Pub. Co. v. Carter, 63 Misc. 271.) Plain- 
tiff is, therefore, not entitled to an injunction to restrain defend- 
ant’s use of the corporate name, but it has a right to restrain the 
defendant from using the name “Audak’’ in connection with its 
products or the advertising of such products. The prayer for an 
accounting having been withdrawn, let plaintiff submit a decision 


and judgment accordingly. 
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Victor Rapio Corporation v. Rapio-Victor CorPoRATION 


or AMERICA 
(140 N. Y. A. D. 198) 


New York Supreme Court, New York County 
May 20, 1931 


Trape-Marxs—“Victor” on Tatkinc Macuines—Use on Rapio ENsJornen. 
The prior adoption and use by defendant of the word “Victor” 
as a trade-mark on talking machines held to have established its right 
to the exclusive use of said name in connection with radio apparatus. 
Unrair Competition—“Victor”—Wroncrut Use or Trape-Mark 1n Corpo- 

RATE NAME AND ON SrmiLar Goons. 

The adoption and use by plaintiff of the word “Victor” in its cor- 
porate name and as a trade-mark for radio apparatus twenty years 
after such word was applied by defendant and its predecessors as a 
trade-mark to talking machines, held unfair competition. 

In equity. Action for unfair competition in the use of trade- 


mark. Judgment for defendant. 


Lind & Marks (Maz Shlivek, of counsel), all of New York 
City, for plaintiff. 

O’Brien, Boardman, Conboy, Memhard & Early (Martin Con- 
boy, of counsel), all of New York City, for defendant. 


Cotitio, J.: Plaintiff corporation was organized on the tenth 
day of April, 1922, under the laws of the State of New York, 
with an authorized capital of $10,000, consisting of 100 shares 
of common stock at a par value of $100 each. The stockholders 
of record were Alexander Lyons, Albert Lyons and one Edwin E. 
Schloss. The Lyons were insurance adjusters and Schloss was an 
officer in a furniture concern. The corporation when organized 
occupied quarters with Schloss Brothers, a furniture concern located 
at 801 East One Hundred and Thirty-fifth Street, New York City. 
For a short while the plaintiff manufactured and sold radio receiv- 
ing sets. When the company first commenced business it sold its 
radio sets under the name of “Vict-Ra-Phone.” In 1928 it regis- 
tered this name “Vict-Ra-Phone” in the United States Patent 
Office, claiming use of it as a trade-mark since May 1, 1922. It 
then did some advertising under the name of “Victor Senior’ and 
“Victor Junior.” In connection with its advertising the plaintiff 
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adopted a device consisting of a large circle within an upper arc 
on which ran the slogan “The World’s Voice.’’ Inclosed in the 
large circle was a representation of the western hemisphere marked 
by lines of latitude and longitude. The word “Victor” appears 
above this and the word “Corporation” below. A band cuts the 
middle of the hemisphere and has inscribed the word “Radio” in 
it, and above and around the hemisphere are conventional symbols 
representing radio broadcasting. 

In the beginning of May, 1923, the plaintiff ceased to do 
business and the premises which had been occupied by it were 
offered for rent and from the year 1924 to date the corporation 
has done no business and made no sales, disposing of its assets 
for the purpose of relieving itself of the franchise tax. It filed 
the formal certificate prescribed by the Tax Department showing 
that all its assets had been disposed of by sale and that the corpo- 
ration would not resume operations under its charter. This cer- 
tificate was dated October 23, 1924. Since then the corporation 
has done no business and has no place of business except a nominal 
office with Alexander Lyons, its president, at the office of Alexander 
Lyons, at No. 68 William Street, New York City, for the purpose 
of collecting any outstanding accounts, and that prior to the incor- 
poration of the defendant, the plaintiff had no name denoting a 
radio business on the door of the office at 68 William Street, nor 
was its name displayed on the directory board in that building, 
nor did it display any radio merchandise. 

Since the commencement of this action the name “Victor Radio 
Corporation” was placed on the lower left-hand door of the room 
occupied by Alexander Lyons. From 1924 plaintiff was not listed 
in any city directory, copartnership directory, nor in the telephone 
directory ; it had no contract with the telephone company and seems 
to have been generally unknown in the radio business. It paid 
no franchise taxes to the State, but in July, 1929, immediately 
before commencing the present suit, it paid the back taxes which 
had accrued. For all intents and purposes the corporation had 
ceased doing business. 
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The Victor Talking Machine Company was organized in 1901 
under the laws of the State of New Jersey with the expressed 
objects of manufacturing and dealing in all kinds of machines, 
instruments and appliances for reproducing, transmitting and utter- 
ing sounds and obtained a certificate to do business in the State 
of New York in the year 1909. In March, 1929, the Radio Cor- 
poration of America acquired practically all the stock of the Victor 
Talking Machine Company and thereafter organized the defendant 
corporation in April, 1929, under the laws of the State of Maryland, 
in order to act as the exclusive sales agent of the Victor Talking 
Machine Company, in connection with the sale of its products. 
The defendant corporation qualified on May 27, 1929, to do business 
in the State of New York. The name which was given to the 
defendant is a combination of the distinctive elements of the names 
of the two parent corporations. Ever since the incorporation of 
the Victor Talking Machine Company it manufactured and sold, 
under the trade-name of “Victor,” talking machines, talking ma- 
chine records and other musical and sound reproducing devices. 
It sold its products under a trade-mark which consisted of the 
likeness of a small dog sitting in front of a talking machine and 
apparently listening to the sounds coming therefrom. Under such 
picture is the phrase “His Master’s Voice.” This trade-mark and 
device became one of great value in association with the Victor 
machine products and was used upon its products and in con- 
nection with its advertising. The Victor Talking Machine Com- 
pany commenced experimenting with radios and studying their 
commercial possibilities in connection with the talking machines 
in 1922, and thereafter manufactured and sold some radios known 
as “Victor” radios. The Radio Corporation of America after 
its organization in 1919 was engaged in the transmission of radio 
communication and the manufacture and sale of radio sets. It 
advertised widely and has been known as one of the leading organ- 
izations in the radio field. Since 1919 it has used as a trade-mark 
the representation of a hemisphere showing on the upper half the 


lines of latitude and longitude and a portion of the continent of 
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North America, while across the lower half the words “World Wide 
Wireless” appear. 

This action is brought by the plaintiff to enjoin the defendant 
from manufacturing and selling radios or like products within the 
State of New York under the name of “Victor Radio” or using 
the said name within the State of New York in connection with 
the business, and from using the name or style similar to the Victor 
Radio Corporation. The case was submitted pursuant to an agree- 
ment at the trial upon the affidavits filed on the application for 
a preliminary injunction and the statements of fact made by counsel. 

The plaintiff cites numerous Federal cases that establish “That 
one first to appropriate a trade-mark or trade-name is entitled, 
by priority, to the exclusive use of that name if not descriptive 
or geographical in character.’’ With this statement I am in com- 
plete accord, and applying the above elementary principle of law 
to the facts in this case, I find that the Victor Talking Machine 
Company, whose rights were concededly acquired by the defendant, 
appropriated the trade-mark “Victor” more than twenty-one years 
before the plaintiff came into being, used that name in connection 
with its products for all time, and made the name valuable. 

Plaintiff further questions the right of the Victor Talking 
Machine Company to the exclusive right of the name “Victor” 
as applied to radios. The evidence before me is uncontradicted 
that the defendant’s predecessors used the trade-mark “Victor” for 
over twenty years before the plaintiff was organized and that the 
Victor Talking Machine Company had been authorized to do 
business in this State for at least three years before the plaintiff 
was organized. 

“Words in common use may be adopted if, at the time of 
adoption, they were not used to designate the same or similar 
articles of production.” (Nims, Unfair Competition and Trade- 
Marks [3d ed.], p. 735, note.) 

A number of authorities submitted by the defendant clearly 
illustrate that the courts have extended the protection of a trade- 
name to cases where there was little or no similarity or kinship 
in respective products. 
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In Yale Electric Corporation v. Robertson (26 F. [2d] 972 
[18 T.-M. Rep. 321]) the Circuit Court of Appeals of this circuit, 
by Learnep Hanp, C. J., sustained an injunction restraining the 
plaintiff's use of the word “Yale” upon flashlights and batteries. 
The defendant was the proprietor of the trade-mark “Yale,’’ 
used in connection with locks, and did not manufacture flashlights 
or batteries. The court in that case, said: “The law of unfair 
trade comes down very nearly to this—as judges have repeated 
again and again—that one merchant shall not divert customers 
from another by representing what he sells as emanating from 
the second. This has been, and perhaps even more now is, the 
whole Law and the Prophets on the subject, though it assumes 
many guises. Therefore, it was at first a debatable point whether 
a merchant’s good-will, indicated by his mark, could extend beyond 
such goods as he sold. How could he lose bargains which he had 
no means to fill? What harm did it do a chewing-gum maker to 
have an iron-monger use his trade-mark? The law often ignores 
the nicer sensibilities. 

“However, it has of recent years been recognized that a mer- 
chant may have a sufficient economic interest in the use of his mark 
outside the field of his own exploitation to justify interposition by 
a court. His mark is his authentic seal; by it he vouches for the 
goods which bear it; it carries his name for good or ill. If another 
uses it, he borrows the owner’s reputation, whose quality no longer 
lies within his own control. This is an injury, even though the 
borrower does not tarnish it, or divert any sales by its use; for a 
reputation, like a face, is the symbol of its possessor and creator, 
and another can use it only as a mask. And so it has come to 
be recognized that, unless the borrower’s use is so foreign to the 
owner's as to insure against any identification of the two, it is 
unlawful.” 


In the instant case, radio sets are so closely akin to talking 


machines generally and to “machines, instruments and appliances 
for reproducing, transmitting and uttering sound,’ for the purpose 
of manufacturing and dealing in which the Victor Talking Machine 
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Company was incorporated, that there can be no doubt but that 
the Victor Talking Machine Company and the defendant that 
claims under it, had the exclusive right to use the name “Victor” 
in connection with radio apparatus. 

There is no necessity to discuss all the rest of the points raised 
by the briefs, due to the fact that the court is more than convinced 
that the facts in the present case establish that the plaintiff adopted 
the name of “Victor” for use on the few radio sets that it manu- 
factured for the purpose of leading the public to believe that its 
output was in fact the product of the Victor Talking Machine 
Company, and for the plaintiff to pretend that the defendant is 
seeking to avail itself of any good-will established by the plaintiff 
is an absolute absurdity. Confusion between the companies and 
their respective products could only benefit the plaintiff and could 
have no effect on the defendant except to cause it damage. It is 
my opinion that the use of the name “Victor” in connection with 
talking machines established the right of the Victor Talking Ma- 
chine Company to the exclusive use of that name in connection with 
radio apparatus, and that the incorporation of the plaintiff under 
that name conferred upon it no right to use that name, and that 
plaintiff has been guilty of unfair competition. 

I am unable to see from a careful consideration of the affidavits, 
statements and the short examination of the president of the 
plaintiff corporation, that the plaintiff can succeed in this action. 
The court is of the opinion that the plaintiff adopted its name 
in order to procure unfairly the benefit of the national reputation 
of the Victor Talking Machine Company, and that the resuscitation 
of the defunct plaintiff corporation has been attempted after the 
consolidation of the Victor Talking Machine Corporation and the 
Radio Corporation of America, to secure a settlement of the alleged 
grievance by the sale of its name to the defendant. This no court 
of equity would permit. A reputable concern which has com- 
mercially built up a reputation through the quality of its product 
and advertising should be protected by our courts to the fullest 
extent from being embarrassed or mulcted by unscrupulous litigants. 
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Judgment is directed in favor of the defendant. Submit pro- 
posed findings of fact and conclusions of law and proposed judg- 
ment. 


Burterick Pus. Co., et av. v. Devt Pus. Co., Inc. 
(250 N. Y. S. 356) 


New York Supreme Court, Appellate Division, First Department 
June 5, 1931 


Trave-Marxs —“Aut-Fiction Fiero” —Insunction — ComMPLIANCE WITH 

Orper. 

Where defendant had been restrained from using the trade-name 
“All-Fiction,” or any similar word, on its magazine, it could not be 
held in contempt for non-compliance on the ground of the use of 
the words “Fiction Stories” and a particular magazine cover when 
both had been approved by the court. 

Trape-Marxs—Suirt ror INrriIncEMENT—DecreE—Enrnror. 

The approval by the court of defendant’s magazine title and cover 
in an ex parte proceeding held an improper exercise of the court’s 
power. 

In equity. Action to restrain use of trade-name. From so 
much of an order as denied plaintiff's motion to punish defendant 


for contempt, plaintiff appeals. Order modified in part. 


Brodek, Raphael & Eisner (Louis P. Eisner, of counsel; 
Charles A. Brodek, on the brief), all of New York City, 
for appellants. 

Lewis, Garvin & Kelsey (Wallace T. Stock, of counsel), all of 
New York City, for appellee. 


Before Fincn, P. J., and McAvoy, Martin, O’Mattey, and 
Townley, JJ. 


McAvoy, J.: Plaintiffs brought suit against defendant to 
restrain defendant from publishing any magazine or periodical 
bearing any simulation, imitation, or colorable imitation of plain- 
tiffs’ trade-mark and trade-name “All-Fiction Field.” 

The suit resulted in the entry of an order on January 13, 1931 
restraining defendant pendente lite from publishing or distributing 
its magazine “All-Fiction” and from manufacturing or distributing 
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any periodical bearing any other simulation, imitation, or colorable 
imitation of plaintiffs’ trade-mark and trade-name “All-Fiction 
Field.” 

Defendant is a publisher of a magazine, and on or about 
October 1, 1980, began publishing a monthly magazine called 
“All-Fiction.” 

The issues of defendant’s magazine up to and including the 
March, 1981, issue bore the title “All-Fiction.” Commencing 
with the April, 1981, issue, defendant changed the title of its 
magazine to “All-Fiction Stories’; the words “All-Fiction” being 
in large type on one line, and the word “Stories” being in smaller 
type on a separate line. 

Plaintiffs moved to punish defendant and its president for 
contempt for use of two titles, to wit, “All-Fiction” used up to 
and including the March, 1931, issue, and “All-Fiction Stories” 
used on the April, 1931, and later issues. 

The injunction order was granted on January 13, 1931, and 
served on the following day. Defendant secured suspension of 
the effective date of the order until February 19, 1931. 

The order was affirmed thereafter by this court. 

Subsequently, defendant and its agent continued to distribute 
the March, 1981, issue, which bore the title “All-Fiction,” and this 
distribution is shown to have taken place in various cities through- 
out the country. 

The Special Term Justice who made the injunction order 
approved defendant’s new magazine title before it was used. De- 
fendant laid before that judge its proposed new format for the 
front cover and back-strip of the magazine, and asked whether what 
it proposed to do violated that order, and the new style was ap- 
proved in writing by such justice. 

We think that the defendant’s officers cannot be punished 
for contempt because it does not appear that they willfully dis- 
regarded the order of the court, since the judge who made the 
order had given his approval of the cover of the magazine, which 
they used subsequent to the injunction. But we consider such 
approval ex parte without hearing the plaintiff an improper exer- 
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cise of the court’s power and an approval which should not have 
been granted under the terms of the order heretofore granted and 
affirmed. Under the conditions, however, no punishment may now 
be inflicted. 

The order so far as appealed from should be affirmed in so far 
as it denies the motion to punish for contempt, and so much of the 
order as permits the use of the cover title “All-Fiction Stories’’ 
reversed. All concur. 


DECISIONS OF THE COMMISSIONER OF PATENTS 
Cancellation—Act of 1920 


Moore, A. C.: Held that The Everedy Company was not 
entitled to register, under the Act of 1920, the term “Silent,” as 
a trade-mark for door closers, and that the registration which it 
had obtained should be cancelled, in view of the long prior use by 
The Yale & Towne Mfg. Company of that term in connection with 
the door closers put out by it. 

In his decision, the Assistant Commissioner noted the holding 
of the Examiner of Interferences that petitioner had shown no 
injury since it, in common with all other trades, possessed the 
right to use and continue to use the notation in question in trade, 
and said: 


The holding of the Examiner does not appear to be supported by the 
weight of the authorities (citing and quoting from decisions). 


Then, after quoting Section 4 of the Trade-Mark Act of 1920, 
he said: 


Under this section the petitioner may not associate the word “Silent” 
with its door closers without being liable to an action for damages. 


He further said: 


In view of the above, it is evident that the continuation of the said 
registration would be likely to cause confusion in the mind of the public 
as to the origin or ownership of the door closers described by the term 
“silent” or by like descriptive terms. 

As the registrant was not, at the time that it filed its application for 
registration, nor when the petition for cancellation was filed, entitled 
to the exclusive use of the descriptive term “Silent” in connection with 
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door closers, I am of the opinion that said registration is without authority 
of law and should be canceled.’ 


Conflicting Marks 

Moore, A. C.: Held that applicant was not entitled to regis- 
ter, under the Act of 1905, as a trade-mark for gasoline, motor oils 
and greases, the mark consisting of a five-pointed white star with a 
red background, with certain verbal matter appearing thereon, all of 
which was disclaimed except applicant’s name, the Derby Oil 
Company, in view of the prior use and registration by the opposer 
of the words ““White Star” and those words upon a blue background, 
as a trade-mark for petroleum products, namely, gasoline, etc., and 
that the registration which it obtained should be cancelled. 

With reference to the request of the petitioner that the brief 
filed by the registrant be not accepted and the appeal dismissed, 
the Assistant Commissioner said, with reference to the question of 
the brief: 


While it is the desire of this Office to consider the merits of all papers 
presented, yet counsel must recognize and respect the rules of procedure 
established by this Office. Since the registrant failed to comply with the 
rules in the particulars noted, its brief filed May 2, 1931, has not been 
considered. 


With respect to the appeal itself, he pointed out the distinc- 
tion between this case and that of Ez parte Booth, 1913 C. D. 7, 
and refused to dismiss the appeal since the registrant was repre- 
sented at the hearing. 

With reference to the similarity of the marks, he said: 


I am of the opinion that the notation “White Star” on the pictorial 
representation of a white star is the dominating characteristic of the mark 
in both cases. I am also of the opinion that the registrant’s red back- 
ground does not distinguish its mark in registrable respects from the blue 
background of the petitioner’s mark. 


With respect to the argument that the representation of a star 
as applied to petroleum products is publici juris and noting that 
the registrant had referred to a number of registrations, he said: 


The legality of petitioner’s registrations is not up for consideration, 
and the trade-mark statute does not require that a person must own a 


*The Yale and Towne Mfg. Co. v. The Everedy Co., 156 M. D. 682, 
June 10, 1931. 
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trade-mark, registered or not, as a condition precedent to his right to op- 
pose a registration or to apply for the cancellation of a registration. 

With respect to the argument of petitioner that registrant’s 
mark is confusingly similar to the petitioner's corporate name, he 
said: 

Even if the registrant’s pictorial illustration of a white star upon a 
red background were translated into the words “white star,” still the reg- 
istrant’s mark would be but a portion of the petitioner’s corporate name, 
said name comprising primarily the words “Refining Company.” The 
words “White Star” merely qualify the primary portion of the name. 


These words, standing by themselves, would in no sense identify the peti- 
tioner’s corporation.’ 


Moors, A. C.: Held that applicant is not entitled to register 
as a trade-mark for asphaltic or bituminous paving material, the 
term “Valdemix,” in view of the prior use by the opposer of the 
term “Valdilithic’ as a trade-mark for the same goods. 

The ground of the decision is that the marks are confusingly 
similar. 

In his decision, after stating that the first two syllables of 
each mark were derived from the word “Uvalde,” which is the name 
of a county in Texas from which the paving material used by the 
parties is derived, and referring to the derivation of the syllables 
of the term “‘lithic’’ as showing that as applied to paving materials 
that term would have the same meaning as the word “mix,” the 
Assistant Commissioner said: 


I am of the opinion that there was no error in the holding of the Ex- 
aminer of Interferences to the effect that when the marks “Valdemix” 
and “Valdilithic” are concurrently used upon materials of the same de- 
scriptive properties confusion would be likely to occur in the mind of the 
public as to the origin or ownership of said materials.* 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister, as a trade-mark for candies and chocolates, a mark consisting 
of the words “The New Yorker Bonbonettes” with the representa- 
tion of a tall building said to be of a modernistic type appearing 
therebeneath, in view of the prior adoption and use by opposer of 


* White Star Refining Co. v. Derby Oil Company, 156 M. D. 658, May 
18, 1931. 
“/ Uvaldo Construction Co. v. R. L. White, 156 M. D. 661, May 19, 1931. 
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a trade-mark for the same goods consisting of the words “New 
Yorker,” “It’s a Corker,” appearing upon a panel back of which 
is a representation of the so-called “skyline” of New York City. 

The ground of the decision is that the marks are confusingly 
similar. 

After noting that the opposer was the first in the field and the 
Examiner of Interferences regarded the marks, other than the 
words which had been disclaimed in the registrations, as confus- 
ingly similar and stating that, notwithstanding the disclaimers, the 
words appeared in the marks and must be considered in determin- 
ing the question of likelihood of confusion, the First Assistant Com- 
missioner said: 


The goods are of a character to be purchased without much thought 
or reflection and by people in various walks of life and by children. There 
are many resemblances between the marks when considered in their en- 
tirety. The applicant’s mark shows one tall building while the opposer’s 
shows several. To one skilled in such matters, the representations of the 
buildings would probably be deemed different but to the average pur- 
chaser of the goods of the parties, these buildings would all be deemed 
skyline New York buildings and confusion in trade would seem to be 
inevitable.* 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister as a trade-mark for “unitary apparatus for synchronous re- 
production of light and sound effects,” the notation “Cine-Tone,” 
in view of the prior adoption and use by opposer of the term “Cine- 
phone” as a trade-mark for talking-motion-picture films. 

The ground of the decision is that the goods are of the same 
descriptive properties and the marks confusingly similar. 

With reference to the goods, the First Assistant Commissioner 
said: 

It is clear enough the films employed by the opposer and upon which 
it uses its mark are to be used in connection with the general class of ap- 
paratus upon which the applicant applies its mark . . . . It is considered, 
especially in view of the recent holdings of the Court of Customs and 


Patent Appeals relied upon by the opposer, that the goods belong to the 
same class within the meaning of the trade-mark statutes. 


‘Cesare Bianchi (G. Cella, Inc., substituted) v. The New Yorker Hotel 
Corporation, 156 M. D. 665, May 27, 1931. 
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With reference to the marks, he said: 


The marks are deemed confusingly similar. They are spelled some- 
what alike, sound somewhat alike, and have the same general significance. 
The applicant, it would clearly appear, should have selected a mark, since 
it had an unlimited field from which to make its choice, which is not so 
nearly like that of the opposer. 


Kinnan, F. A. C.: Held that applicant is not entitled to reg- 
ister the term “Taurex” as a trade-mark for tablets and capsules 
used as a biliary stimulant, in view of the prior adoption by opposer 
of the term “Torex” as a trade-mark for concentrated beef bouillon. 

The ground of the decision is that the goods are of the same 


descriptive properties and the marks as used thereon confusingly 
similar. 


With reference to the goods, the First Assistant Commissioner, 
after stating that opposer’s product is a concentrated beef extract 
used as a stimulating drink or food for various classes of persons, 
including invalids and convalescents, said: 


It is sold in drug stores and to substantially all classes of customers. 
The applicant’s product is put up in tablet form and is sold in bottles in 
drug stores and to substantially all classes of customers so that the method 
of distribution of the two products is to some extent similar. The appli- 
cant’s product is a laxative preparation of the nature of a medicine rather 


than as a food, although it is used, as is opposer’s product, for children, 
convalescents and invalids. 


With reference to the marks, he said: 


The notations look much alike and save for the difference in the char- 
acteristics of the two kinds of goods, the marks would readily be mis- 
taken one for the other. It is believed the applicant has approached too 
nearly the opposer’s mark and that by reason of both kinds of goods being 
sold by the same dealers over the same counters to substantially the same 


class of purchasers, there is some probability of confusion of origin (cit- 
ing decisions).° 


* International Products Corp. v. Albert E. Mallard, 156 M. D. 678, 
May 29, 1931. 





